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§1.181 PETITION FOR PATENT TERM ADJUSTMENT UNDER 37 C.F.R. 1.701 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Patentee hereby requests reconsideration of the Patent Term Adjustment (PTA) 
accorded to the above referenced patent. 

Reconsideration of the final PTA calculation to increase total PTA from 0 to 1767 
days is respectfully requested. 



Legal Authority : Under 37 CFR §1 .701 , Extension of patent term due to examination 

delay under the Uruguay Round Agreements Act, subsection (a), a patentee is entitled 

to an extension of the patent term for a patent issued on an application filed on or after 

June 8, 1995, if the issuance of the patent was delayed due to: 

"...and/or (3) Appellate review by the Board of Patent Appeals and Interferences or 
by a Federal court under 35 U.S.C. 141 or 145, if the patent was issued pursuant to 
a decision in the review reversing an adverse determination of patentability and if the 
patent is not subject to a terminal disclaimer due to the issuance of another patent 
claiming subject matter that is not patentably distinct from that under appellate 
review. If an application is remanded by a panel of the Board of Patent Appeals and 



Sir: 



REMARKS 
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Interferences and the remand is the last action by a panel of the Board of Patent 
Appeals and Interferences prior to the mailing of a notice of allowance under 35 
U.S.C. 151 in the application, the remand shall be considered a decision in the 
review reversing an adverse determination of patentability as that phrase is used in 
35 U.S.C, 154(b)(2) as amended by section 532(a) of the Uruguay Round 
Agreements Act, Public Law 103-465, 108 Stat. 4809, 4983-85 (1994), and a final 
decision in favor of the applicant under paragraph (c)(3) of this section. A remand by 
a panel of the Board of Patent Appeals and Interferences shall not be considered a 
decision in the review reversing an adverse determination of patentability as 
provided in this paragraph if there is filed a request for continued examination under 
35 U.S.C. 132(b) that was not first preceded by the mailing, after such remand, of at 
least one of an action under 35 U.S.C. 132 or a notice of allowance under 35 U.S.C. 
151." 



Requested Relief: Applicant requests that PTA for the instant application be adjusted 
for the period of delay under 37 CFR §1 .701 (a) (3), for the sum of the number of days 
(1767 days), in the period beginning on April 25, 2005, the date the appeal to BPAi was 
filed under 35 U.S.C. 134 and ending on the date of the final decision by the BPA! 
reversing an adverse determination of patentability on February 24, 2010. 



Statement of Facts : Patentee filed a notice of appeal to BPAi on April 25, 2005 under 

35 U.S.C. 134. (See Exhibit A, Patent Term Extension History for U.S. application no 

09/409,644, at page 3). The decision by BPAI was made on February 24, 2010 (see 

Exhibit A, at page 2). BPAI reversed an adverse determination of patentability made by 

the Examiner by ordering the following: 

"We REVERSE the Examiner's rejeciton of claims 98-110, 112. 113, 115, 117-123, 
126-135, 137, 139-157, and 159 under 35 U.S.C § 103(a) in view of the combined 
teachings of Gibson, Barisci, and any of Casella, Li, Thackeray, Yamato, Wampler, 
Naarmann, or Sakaguchi." 

We REVERSE the Examiner's rejection of claims 1 14, 1 16, 138, 138 and 158 stand 
rejected under 35 U.S.C. § 103(a) in view of the combined teachings of Gibson, 
Barisci, and any of Casella, Li, Thackeray, Yamato, Wampler, Naarmann, or 
Sakaguchi, and anv of Breheret, Mifsud, Moy or Persaud." (See Exhibit B, "Ex parte 
NATHAN S. LEWIS, CAROL LEWIS, ROBERT GRUBBS, and GREGORY ALLEN 
SOTZING, Appeal No. 2009-10154," at page 33). 

A notice of allowance was mailed on February 9, 2012 (See Exhibit A, at page 2). 

During the period from the BPAI decision of February 24, 2010 and the notice allowance 

mailed on February 9, 2012 there were no additional BPAi decisions (see Exhibit A). 
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During the entire pendency of the application, Patentee made no Requests for 
Continued Examination under 35 U.S.C, 132(b) (see Exhibit A). 

Applicant Delay : During the period of appellate review, Patentee exhibited a reasonable 
degree of timeliness as may reasonably be expected from, and which is ordinarily 
exercised by, a person during a period of appellate review. 

Terminal Disclaimer : The patent application is not subject to a terminal disclaimer. 

Conclusion. In consideration of the events presented above, Patentee believes the PTA 
calculation of 0 days is incorrect. As such, Patentee respectfully requests 
reconsideration of the PTA in the following manner: 

(1) There is a total of 1787 days (including 2/24/2010) between the notice of appeal 
filed April 25, 2005 and decision made by BPAI on February 24, 2010 reversing the 
adverse determination of patentability made by the Examiner; and 

(2) The period of delay should not be reduced under 37 CFR §1. 701(d), as Patentee 
believes the Director will determine that Patentee exhibited no unreasonable 
delays during the period of appellate review, and that the Notice of Appeal was 
made more than three years after the patent application was filed. 

(3) Accordingly, the total PTA should be calculated as 1787 days . 

Please apply the fee of $200.00 as required under 37 C.F.R. § 1 .18(e) and any 
other required charges or credits to Deposit Account No. 50-4588, referencing Attorney 
Docket Number 00016-02201/CIT2883. 

Respectfully submitted, 
Gavrilovich, Dodd & Lndsey LLP 

Date: May 8, 2012 By: /'Joseph R. Baker, Jr./ 

Joseph R. Baker, Jr. 
Registration No. 40900 

4860 La Jolla Village Drive, Suite 750 
San Diego, California 92122 
(858) 458-3607 (Main) 
(858) 458-9986 (Fax) 
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A, Introduction 1 ^ 

Nathan S. Lewis. Carol Lewis, Robert Gruhbs. and Gregory Alien 
Soizhig {'"Lewis*') timely appeal under 35 U.S.C. § 1 34(a i from the final 
rejection* of claims <>$-1 SO. 1 12-123.. and 1 26- 159/* We have jurisdiction 
under 35 U,S,C. § 6. We AFFIRM, but denominate our reasoning as a new 
ground of rejection. 

T he subject matter on appeal relates to chemical sensors said to be 
particularly useful as ''analogs of me mammalian ol factory system*' (Spec. I , 
.!. 22 ), or., colloquially, as an "electronic nose" (id. at 6. 1 2 1 ,!. Prior art 
sensors are said to need dramatically improved detection sensitivity, 
especially towards biogenic amines and thiols (hi. at 4, 11. 8-12), in order to 
mimic the human nose for such, uses as monitoring food freshness or 
identifying disease states (hi. at 5, IF 2-7). 

The 644 Spec; flea don describes sensors based on a variety of 
"ehenriresistor elements'" Shut are said to "yield a rapid, low-power. 



App 1 ieation 09/409. 644. Condm 'five ( Organic Senwrs. A trays and 
Methods of Use, Hied 1 October 1999, claiming the benefit of provisional 
applications tiled 2 October 1998 and 9 July 1999. The specification is 
referred to as the "644 Specification/' and is cited as "Spec,"" The real 
parties in interest are listed as the California Institute of Technology, and 
Carol Lewis. (Supplemental Appeal Brief, filed 1. 3 'November 2006 
CTkTr 2.) 

' : The Official Transcript of the hearing held on 1.0 December 2009.. is cited 
as 'TRT 

' Oi ike action mailed 25 January 2005 (cited as "OA"). 

Remaining pending claims 50-72 and 85 -90 have been withdrawn from 
consideration and are not before us. 
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do eicct;>ca- M;jn J hi \.>>|\>n->e to Iho uruhtv oi interest/ tSpeo. 7. 
H 10-13 J hie ^ensoi>. use ^aid w> oompnse, Juxeially. '\ri Jeeuieally 
oosuhoisve omamo oaaunai anil a eora:>OMt',oa.3*> difioient eo? dnaoe 
;natusa3" («•</. at 1.?. II. 1 * . deposed ra drlerem boh^en two 

■uoastnH'ir c-vOh\*Jos (.'V/. at ?5 ■■. !■ 14} 

\eeordinu to iho 6 14 Speoif-eation. s> '"the j^onso" material o^r*. 
ad^nbs oi imbibe^ at: anah k % {Sp^o. 2(>, L * -2 > -i h tnoumi tnat "tne 
il\ nan so a^cioxwe w-a-tatw pro\ nied b%. tae^e oap-s oa a ;*oen *\ -tsto~ [„ 
o e., l\t\\oen fce^n^ ^"'"bo eon:posino?i,dh diiie-rent eonduetoe material 
>■■ '.>nchon oi =\ te neone;non uf dv o«mJuet \e or«arje re-iions of tae 
oknena :' x { t J as 11 ?~5 ). 1 h«s. choice or the \\\ o di 4hv* n Kites uds enables 
fbie hath .2. o^he ro-H^>:w of a uhcat sensor :o pasttouiar anal) tos ba<J -«t\ 
die dvjiio*. v whioh an a ; ioK:e entci^ die oiit.uno regions ot the ^enMne 
o!e- sent 1 ae M * Spec it tea: son teaches that a "beteoioi |n-| operate eh 
a^socsa:cd w nl the ^-ensot. h n sneaMcna the response <>3 "be vihur." {hi. 
n '? 11 17 i\s in criKviiiocMt-* ti'S deLvs\<*N arc d to bo 
s \*pthra vd iu (let oo" a -nembei ^elected irom "tie «roup <.onsishm! 
electromagnetic or.ery,\ optical properties reliance capacitance, 
kidnCiWiCi. impedance and eomKn: dions the:t.o\" ihi, at 1 3. 1! 104 13) 
Idtiniately, at an "elceuvaio noSi./' a laa'ju. number ot tne^e -<nsoK\ caa be 
combined \uth oaca othu and wtta other ^enso f s n au\;>^ U> pro\uie hud 
dee,ree\ <>* ~\nd homo Jss'nemidt \anons anah to*- (/*/ at 3° i. 3Kio^0 
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: <.epi i. Pentad \s„ Clam- u ^ iepu>dneed h>-Tn die Chdius to 
the iihv'rpal Riid\>n Apptah 
^8 A vib-oL Comprising: 

at Sea -4 P>o coskI:;cmvc iead.v 
si ~>vib-H=L\ aiea eo^nps ^mil- 

;s eondueh\v organic u-aierLJ aid 
n conducts v material eonposiiinnahx 
difterom dnm the eondueme organic 

d^po^vd >v*vuvn ;n<d ns c«mUes w ah iUcul SeaM 
i\\o tMiids.v-ive leads 

wheuin die -vensm;* uea ^ hi *//."* >/ . v.<<>;\'; ; ; wuh 
^apos tvnjpnMhp an anakie to- he detcekd. 

whs-tens dv conn >om Pus sJK difkient 
corni^he muienud is -ekekJ Ov* i the 
eroup eet^kdng < * i on invr^anse conduct- c 
i <..jvht>n bh<d\, and 
a i? is^d i?-oiL> ( snu' oicame eondnetor„ 

w herein d=e morpanie conductor is a 
nsuaL a nMai adov, -j metid o\idv, a 
supere< >nducU>r. or a combination 
thereof and 

v, nef\in d-e moryame eondueior kis 
an electrical condnets\it\ that 
decreases the ieniperjteac 
increases si: and 
m appaudu^ u? electrical eonmuuucaiion with die 
conducive le.id^ for ,A- r. rwh* u .vv*/*,* i>i </,v S'-nshn: 
ufYsi beiw^eu the at SeaM ho eoueuenve -eads when 
contacted with an arudsto. 

K laiir^ App„ Bk 40, paia^rapnnic, indentation, and emphask -rdokdj 
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Independent claims 104. i 05, and 106 cover a sensor, Independent 
claims 1.08, 126. and 127 cover a senior array. Independent claim 1 28 
covers a "sensor array sysierrC while independent claims 148 and 152 each 
cover a '"system" of sensors. Claims I 14 and 1 16. which depend from 
claim 108, and claims 136 and 138, which depend iVom claim I 28, require 
temperature control of at least one sensor. Claim 158 depends from 
claim 152 and requires the presence of at least one of a list of distinct kinds 
of sensors in addition to a sensor similar to the sensor recited in claim 98. 
A table oullinmg the major limitations of the independent claims is 
presented a I 22, infra. 

The Examiner has maintained die follow hiy grounds of rejections 

A, Claims 08-1 10, 112, 113, 115. II 7-123. 126-135. 
137. 1 39-157. and 159 stand rejected under 
35 U.S.C § 103(a) in \ lew of the combined teachings of 
Gibson;' Bariseh' and any of Case Ha/ 1 * 12 Thackeray 2° 
Yarna?o.' : Wampler/"' Naarmann,'" or Sakagucln/' 



Supplemental Examiner's Answer mailed 3 October 2008. CAns."). 
Rejections under 35 U.S.C, § 1 12(2";, an obviousness double patenting 
rejection, and rejections based on the Stetter and on the DeLaey Costcllo 
references have been wit hdraw-:-?. (Ans, 42} The order of the alternative 
secondary references has been altered slightly to group them by related 
subject-matter. 

6 Timothy David Gibson el ah. Odour Sensor. WO 9607901A1 (1996). 
IN. Barisei et aL Conducting Polymer Sensors, 4 TRIP 30/ (1996), 
Innueen-'oCi t jvlla cS al , ( w/*/,v> i uo csv ^.i/u.'^///;'' /</<*!w,* 
an Amperomeiric Sensor in Alkaline Solutions of Amino Acids and 
i'oishydnc Compounds, 335 Anal. Chim. Acta 335 (1996). 

9 ii, 1.3 et ah. 369 Mat. Res. Soc, Symp. Prov. VI 581 (19952 
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K i hums 1 1 I !<>. ! lo8. and 158 ?;anil ajeetal under 
55 1 \VC. £ MOsyO ui \ k-^ of the combined. k\Hh,-iig-- ef 
Gibson, BuKn and <k!\ ot ( jv'lhi, 1 K rhjekeras \ .muto 
W-nnpier. Najnuiaius, ur MkayuchL ars<- >m\ ;d -^tehereL 
Milsud "Wtoy 5 orPo^aud " 

\\ e oax o=;r Pension on she tejensoii maded 2> .Nmuary 2005, the 
Biaef tiled 13 Kox ember " ! 00A, Hie rxanime v \ fu.uled * Ouoher 

%Hr ant? the KepSv fded :? Oeu<hn ~'00~ 



"\'aniCN\\ lhaokenn and Man S Wu-:rK<a ( 7?u»'\w/A tf<H,vM/'t t 

U>V><>, iW;>'(>rh* r>!<u<>' />o<ve^ />\'<W o,e Ph>!ty<:tJ 

AoA J rH'>;\'t>}ii-p'h hi <. X (hiii-i >>,< ( i-ndm ,v ,'/\ ah \ on<r<i< , r >?i 

H*d-(n\\ i )\^\ •!,<>; ptf ir >\i}ii(cit!< v>ii<tii-tL 90 i Pa>s ^ he*'!. '^"4 

(1986a. 

1 Uhvsld VjinuM ot al Mm:aav Met ds ?a I { 

r \\ esles A \\ ampler et a'., c.>w«»w«. \ o/ /VA,"wn>i\ o^t< tV <Ao,e />Vuo( 
Pj'>'< pi. w,v<,'f M///<W\ Ou"< o<< n^athvi 10,- \-,.ier de-;. IK'l 
(1995V 

! K N,annia;n ot , * I in -in -/A (\v*,Ak/,'u P,>htth^ //o-v,- 

/'< -A//> /cnn'M'!' ' £ V/. '»<*>< >^,<;<A I'a/''; / V; O , v < >/ / ■ l:\Uhiid'hh t lh">h 

G'('';/fi"<,-«v 7'« i''ipi>*ih'*v t /»?t." /''so/" i 'v . DP 3™ "'SS d5? { 1 vM^ 
t JS**"0 lr.iu-lu o;B 

! ~\1 Saka^nehn ,t 0 .TO-rco?^ 

! s S Hvhne? e* a; . ^ R-oHavour 10* { on*) 

! ' U\:n rhKiophe \ , H',inl and 1 U //? -<A l) ( iun /< « *<'<a 

/X //f," <•/ { hl^>i',<{s Sifb^fdui ( s an ! ApptU l'<<>uk 1 \S intent '^,80 , J >r ' 
iJ^Si, us«xl wsiho.J ot'.eaion, ,j u:uk|,.i o;j *d UO 081 ^ " ^'^'^^ 
\\h ch ^ jUv foiled oa .j ha 4^ <ni'c''ce* ><n 

5 I Mo> ei ak. f^otioso.a o? . I'Km 

! kfiviiu hai-dra Pei^auJ aad i'aok. Pc'.vm. W O ui 5^0 ( l^Soj. 
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Buefk. i he rxanu'net relies on GU^on fbt doses ipt^n-- of a gas ->cn?m 
buninc, the required structures and functions, including conducting pohsnes^ 
and blends of conducting n>-l> mer^ between the electrodes, hut foi the 
alternating lemons of a composition;! Ily dstleient eonducthe mates k\\ of the 
■vqssireei ihv ! he bcammer reiser on the ejoop ot lelereuec^ cited in she 
alternate in Rejection \ (hereinafter "alternulhe ^ee<>ndasy svferesKxVA 
as e\ ideuee of pasticuiar in stances ot eonduethe poh mer- eositasshn^ metal 
particles K ass.lla. i i. "fhaekc?a\. Ya:naio;. carbon black s\\ainplen. organic 
anions (Kaaituasm L and organic meul complex^ (Sakae,ueln L ail of which, 
she ) xamssia fimK ase useful in sensor-*. According to she hxatnsnei, 
moskation to combine the reSercnees is provided Vn Barkei, which rc\ iews 
scn-Nor^ based on eouJuem c poh merx I he b xaminer back skn Bat kei 
teaches that eondueme polymer- iuhe been tounel to be useful in t>ah 
eonduetmietrie set-sois and asrsperoinet- ic set-sois due to the sensitb hy ot 
conducive poly met? to th*. ehurneal ens ss^nment in which dse> aic 
placed, ' bbe 1 xamssses conclude* that a pea son hasine ordinary skid in the 
art wouUi aa\e expected the ad\ amazes ol the eoudncthe polymer 
composite* tau-iln a* scumu\: ckxarode materials by the poU mer references 
to be obtained in whet) substituted tor the eonduethe poh mer-> described b\ 
Gibson 



! y Conduct s metric sensors measure changes in the conductivity o?\ 
equivaientty. the resistivity; of the conductive polymer upon exposure to an 
analyse. Amperos.netrie sensors measure changes in. the current in an 
electrochemical cell 1st winch the conductive poly met -forms part of.' the 
sensing electrode. 
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More pailieukirh, the l" vaminei mainiains that it ha\s„ been 

oinie-<s to : neoiporale cunducb>ts Mien a? eaahon black as'bm? -of 
ieirjiMf.ifiilw.-LM.e. nut,;! oainck - or n=e:al <> v uie iau^ht h> the seeondaiv 
latereiie^ nv-i' tae conductive ^t^rnc pobmeis u^-ed su the sen-shu: anav> of 

Gibson s '.Vt ofdic't WiA///w'/V <V ^fUr-x.i <>?H<!\!( < s ' f ,^{ 4 "tt'him -.'if 

*>?nuhi> <.i*;d\n S'Uthtlav pn>pt'?ttt\ a^ taught K each ot the reterenecs 
computed ic *emo' fuo /c ^iih o?>;\ the <. o^/iK <;w roi?"h'n Ui^eht /*> 
(>V ! ^"j " u *A 15, lb l-K en-phasis addvis.) 'I he bvarninei maintains Anther 
that Baiises shows that peisons ha\ me ordnusa \kid in iIk ntt would u.sse 
f\c;H!n /cd and expected "ibe Uikson e^ndsfci-se DoHineis to be j fleeted b> 
hk'HK^^K Mi a number e* seivcn;.;; loners in a ma?nv5 v.v,-\ changes -he 
ele<. honk -aruchire u?\1 as a result the icdstb cv of the po >~ ; ner as show n bv 
Bansei." [id. at II. .t 

I ewb- contends the bxamines failed io vstahdsh a pi una facie eas*„ of 
>\ i \ ess he^a*Kc the sub- i n N n >d tiu ekun\le n ,uUkns ^ ueJ t >\ iIk 
p<>! vines leteruices i*» not a sub^titut^m <>f -kKeri.ds fnneuonaHy e.jinv aiem 

the co^dueme pok ^nenc ^ kvuv-de ^k.nariahs taught by (bbson. i he 
electrode ".uteriak t;af$rhs In hk secondare references Lewis annses, w sc r xe 
ditkaem purposes and are ^elected ba^cd (onj ddleivnt properties' -;i c, the 
materia i* of urnperometrie sonno*-* are selected k part, beoau v the) do noi 
ch-«isi eondeemiP, k' dir. sentence mideine ""-k td. at k-|CO in 
eontias: ! ewis u^es. maie^ak lot condueUhKttje sensois. s>:ch as tkw 
tamdn In C?ibvn\ -ne selected based on baea - ability to chaii:>e contfuchx ii\ 
i i ivspoi<se ic, an aisalvu\ (Br. S .n I > 16 s 
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: -v- te-fnwe Ltwis^ ao^umenuv the jfxaniire" ai^ues hathok 
quoting Wnhxi at ou'~ { .\r^. 20 1 i\\v us eleai tuat the ekvtneil 
fo>pane*> of ihese materials [t\«)<hk1mL- pols mors ] aie \eaMti\e tu boil' the 
mateuai eoii'pos-tVn and the en> n<>nmen; us wkseo the> -ne piked " 
\IJ, w\^\ \\ i 7 i I ho bxamioer ooikluUos that ""one ^Vuhnaiy 4oll m die 
art wmuIu ha\e recognized eommonuiils between tho proportion** he 
conduct he polymers and tho ability M meatus e J change in the proportion of 
die c«Miduoii%o puK-neks by the two n-ea^iiemem technique." Hi. 
:\\ II 1H :V> IheeiHsea! Useu sn the f\\ani5ner\ \ sew. i-. :)u-a m both 
eosKi^nnhonio ,;sui ampehaik hie ^en\oi\. '"the nHe?\;en<>-n with ihe 
em n-oumerJ <\ra^.es eha*Hk h ?ho cWeirvat piopetlks " <JJ, at 4 ~'4-25 s 
i ae f\aui»ior euiph w,es that "H h- the 'vpiaoc^toat of Use euiidnenmr 
poh mei eomooNhkav- <~>f Cbh>ou w dh rhoso of the veondur) veteienees 
aKne lint the examiner i? urukiK to be eh\ iou? as \ sew of dk teaching ot 
tie applied art/* ijd. at Ik 27-29.) 

B. I'nkinii'N of baci 

Fiiidmes ot fact dmasphoin \h'& Opinaai are soqiported by a 
pieponUonmee ot the ox Mo?ve ofreooni 

Hie n M S)\-esfieassoii 

I . Mon1 generally the o-44 ^peedleaikai hujheak-- h is chreereol Jowuiols 
"servos > ha\ lug eieotncal psopestie> that \ ary aeoouiinu to Ihe presence and 
eonoentt ation> oi auaiyie-n." (Spec. Ml, 15-4"' ) 
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2, More pastionKirh , scn^a-- thai act analogs uf the mammalian 
o!iacu»iv ,Ny?icnj" (Spec Ml 2 1 -22 - or. co!K>ejmail\ , as an "vleeuoine 
no-.e"" i. J. at o, K 22) aie *4' Mitete^t. 

3. \a object of rhe m\ ent kmi i<- said to be "l< > pso\ sue u broad') 
re-ponshe anakte deteeiMu senses anas ba^eei on a \anet\ >>f 
Vhvmhesistof sJcmenis." (Spec !!. 8-10 ) 

-i Such ven^ur. are \<ud u> be Mmph ptepamd and to ">scUi a rapkh \o\\ 
pov.a d<. cUvtrical spinal in i expense m she anakie uf nuo?\"st *" (Spec 7, 
11 10-15: soc «/. oi t? II. I M? ) 

5. A dcaveioi is "operaskvK a^ebicd with the sutvi for mea^Hm<i 
me response * -fine v?tw»r." (Spec, 12. IK 1'" H.) 

o. Act ordain: to mo M4 ^pet illcahon, " I he deleter or sneasnrtn;.: 
de\ ice i> c-ptinti/ecl ic deteel a member selected from ihe eroup consisting -.4" 
elcouomaprene cuci^v optica! properties, Resistance, eapaeitmxx. 
induetaaee ifnpcUanec and eomh'mations thereuC (Spec U.l! 1U-L\> 

Hie o-*4 Spec ifieahon ieaehe<- that s "|a t lea~4 ^*k> -vn^a ns the arra\ is 
(.osnpoNcJ ot a mason d tempt knn: iveaon-v ,<f an ote,.ntic eloetncat 
e^nduetor w ith regions ot a eompodtionall) dissimilar material that is an 
okvu ieal eondueto? 2 (Speo. 2x IK S- ! L » 

X. k <>nduenns >uv ^aid "include. f<a example those ha\nm a p<>Mti\e 
sempcratmv eoedtC ! em oi resisumoe" (Spec 2~. 1 "M to 2K, I 1* ? o. the 
resistance merea-^ tev-juoak-mts. the electrical e«>nd-:cu;nee dee* eases) a<- 
the temperature inereases iU at ^4. H 12~14> 
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c> : n o^iUKi.si, the M4 Speeiik\mon chasaeka^e^ sui=ie<Miduena.s as 
"materials xsno.se electidea; conducts hy hiciea^ a-> the temperauk< 
! ie?\,;ses/ x (Spec - h 11 10 12.* 

!<*, Mo«o <kvineallv the o~4 specification teacher ih-a 

ihc conducting region can he am thing ^at can earn, 
environs s'ron* .pom Jo ;>{osn, .nciudmu- but not Unn-ed so a 
manendi. ,s paries, a mcu\L a pol>me.\, a stu^mae. an ion, an 
a ; :>>>, an oiganic nhUeiial -,c,i;., eaobon. graphite, cte. ! an 
inorganic material, a bk>matenai a s^nd a ikfuiu, a ga^r 
regions thereof 

(Spec. X i, lo n> ». ! 5 * 

i ' . hi ihe u^kls ot the 044 Speeifiea ! .n>n. **jt jhe resistor eenpiises a 
p luuhiy ot -dtenmtmg legions ol diVcunv compositions >md ;hereh>ie 
dnterme eonduefs it\ iramAers.. to ne e-aetneai p.nf between tlx 
cumW'Ke loads (Spec. 25, II P ! 4 ) 

1 2. According to the 6 1 1 Specification, ^uch senior- can ho labrieakd 
blending the two conducts e maieiials. (Spec. 25. H H-IM 

I \ Mure spo<nffcaik , the cneranvM-aor^ are said to be :'ah"ka ! ed b> 
'^^ution casahn; \\ hen lv< ; h conductor^ arc soluble; b> suspension casahn 
\\ hen one eonduetos is vdub;e and the other is not and bs meehameai 
diking, c g.. h> bail nidlnig. \Ukn neither is ^oUUdc in a sohem. sSpee. 
1 5. to \i. \ i I.; 

14. An esairpk ol a oKcHnesisMo} ol use nnennor ss Mid U» eompr-se 
"\hspersh>n vf particulate eombcbse material u\ a r^e^n of eondnenxe 
organic material " i : i which "the regions <paranng the particles p;ox sde 
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changes in conductance relative to the conductance of the particles 
themselves/" (Spec. 25, II, 17-20.) 

I 5. The 644 Specification, mac lies tlu.it s4 [f jhe gaps i>l (II tfcrcm 
conductance arising from the organic conductive material ranges in path 
length from about iO to 1.000 angstroms, usually on the order 
of 100 angstroms." (Spec. 25. 11 20-23.) 

1.6. Accord i n;j to the 644 Specification, in such a material ,; Ti jite gaps of: 
different conductance arising from the organic conductive material range in 
path length from about 10 to 1 ,000 angstroms, usually on the order 
of 100 angstroms;" (Spec, 25 ; 11. 20-23.) 

1 7. The 644 Specification leaches that vx fj]he path length and resistance of 
a given gap Is not oonslanl but rather is believed to change as the material 
absorbs., adsorbs or imbibes an analyte " 

1 8. ^Accordingly." the 644 Specification explains, "the dynamic 
aggregate resistance provided by these gaps in a given resistor is a function 
of analyte permeation of the conductive organic regions of the material. " 
(Spec. 26, U. 2-5.) 

19. Insulators, or non-conducting regions, can also be Incorporated into 
the composite "to further manipulate the analyte response properties of the 
composites." (Spec. 36, II. 2-3.) 

20. In the words of 0k; 644 Specification. iv |'p]referably. the signal is an 
electrical resistance, although it could also be an impedance or other 

plu, -.deal pr.ipcd v of die material in response to the presence of the analyte in 
ihe duid " vSpeo. 60. 11. t-o.) 
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2 1 . In an embodiment, acid-doped polyaniline (partially reduced 
polyaniiine. : "'emeraldine..'" doped with dodeeyl benzene sulfonic acid 
(DBSA) is dissolved in a solvent, sonicated with carbon black -'Spec, 7 2-"T, 
Example As and eased onto a glass subsume having two gold leads </ ( A 

at 73-74, Example B). 

22. The response of a sensor to "typical solvents" such a» methanol 
teirahydrofuran. chloroform, and water (Spec, 76, 11. 22-23 > is reported 
as 0.5 to 5% AR 'R at I % vapor pressure {Uf. at II. 15 -17). 

23. in contrast, a sensor reportedly showed a response to butyl amine 
ranging from 9000% to 90000% A.R/R at 0.5% vapor pressure, (Spec. "7, 
H, 21-22; Figure 54 

Gibson 

24. Gibson describes an "odour" or "personnel recognition" senior 
comprising '"a multiplicity of differentially responding enerno-resislor 
elements." {Gibson 1, 3d para.) 

25. The ehemo-tesisitve elements comprise conductive polymer films, 
which are monitored for changes in the electronic characteristics, 
particularly the resistance, impedance, reactance, or capacitance, in i espouse 
;o exposure to gaseous sample, (Gibson 1 , 2d para.? 

26. Sensors are described as comprising a. multiplicity of chemo-ivs^tn c 
elements comprising a plurality of electrodes disposed on a nonco nductne 
substrate, the electrodes overlaid with one or more layers of conducme 
polymers, and to have different conductive polymers on at least tv.v ot the 
chernoresistive elements. (Gibson I, paras, 3-6.) 
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2~K r^ous-o;^ ate n-ade to hnroduov. a easeoas sampk u> the j-eiksOi^ and 

(IvMector^ "v^\aw\e tne n^aal^ tuan the oruhiplieitx of e'epaeuis 
HlsKuSi K paias. 7 >>, J, nl hdi paia ) 

7 \, <oh>ou teaehe- further ;h,a memov> and anj;\deai eap:u>ln\ n\a> he 
included in the serves {Uihs^n \ \I full pas a "t 

29, fhe ooiU-.oisvc pobnn.1 films ,«tv vad mcUuic homopoh m*nx 
cop^lymerx. and Hend-- of Miea p**hmer^ and eopokmeis. (/db'-op i \ fust 
fish. para, } 

ao. GiKop ^dso teaehes that the p oh iner- * ia> be ;*vu;eU \\ i;h \ aaiou? 
iop : e dopa^t^- h uh^ou 1 2-. fu^ : \p; p na. 

3L Mureove^ (nhsou scathe Jku "acidic prokaas a>io engines ;nay be 
ii?>\<>P«>nik'G hao parti;d=\ ehao.\eJ eouJuHhe t"dm\ during or ps'si 
polveaota'oatioa" in order to prv\ ide senshh it) |o ^peei:le molooule^ 
£G:ifaso« 1% 2d foil para.) 

€. Discussion 

1 ewnfs nnnnnal aru^nsont n. thai the bxaminer erred in fnulinir that 
me conducive p<>Kiness de^es abed bv the alkinauve '-eo>n-dar\ rekaenees 
would tune Kxu considered functional eom\ aknns of 1 he ct<;ktuen\o 
pohmors used bv i> sb^on in rhc seh^inu element of rhc eonduefuueirie 
ser=sor. AeeordingK, in I e\us">, the i viniine""^ rationale that die 
ad\ amazes lauglu u-r the panieie-tdled comlucthe p»>l\ jne^ \%euld have 
beep expected in lite Gibson i>pe ^ens>n' *s ineonect, Ov. te\ of the 
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rejections and the e\ieentiar> teeord. \w fund suv.ch merit in : e\Ms"s 

'"he I \an^ner rehed o? c^hi seeondaix tefetenees sha: de^enbe at 
least tlnee n-aun t>pes J of ooudiKh\x' polymer eV^trode materials .is 
exen^pk^ ofelec^ode mueriak duH \\oukt kho boon ubxsuiK u» Mih^tjtuk' 
a - euuHalent eleeUode materials tor ;he elect ! 'oeonduetke polx men- 
de>er.H\l b\ vnb^on in conduct! metric ^-ns^rx 

Gibson desetshes gas sensors hax nig eonduebxi. pohmess thai 
icsponil to Losses in some v\j\ thai leads to a change m the e!eem>nic 
ohansoierkMics (e.g.. reMM.mee. innnMaace. teaeta?=ee, oi capacitances >d~ lite 
p^hmer iCdhson I ?d paras \\ ! n^h max Ho doped (/,/, at m Ui^son teaches 
fsnlaer that "eop<>H >*?ers and biennis oi the aome oo;npou=Kts j ikt o:' 
eondeenxe polxmer^ nun be emphxed" [,J a- 13 fits; full para ) and that 
"}i:he ii^ted pohmer^ mas Ik i-xakd xxhh xatious ionic dopant molecules 
he^ipoiakx! into the e^ikhk'tinji dinks during -md post pel> rnukation ; 

\^ esp lasned m Cinv-aderahL detail by 1 cx> k (Hi > t>? >:nd aoi 
eontiad-escd bx ine f xamimn Ilk altername seeondaiv sefetenees rekne t<» 
jmperometno -vOusotn. hs Mjeh -vonso?\. ;n:akks in solution u?kiago 
e\idats<avreduetmn C'redex*"* reaction 4 - <>n the su ; faces of the sensing 
electrodes. x\ hioh are eomp<avnts of ah eleerroclkimeal oelL i he reae^ons 
rshII h charge tloxx across the e^vt^vde-^olution icte?fat\ « laea can be 
measmed and reined to the p^tPeulat aa.dvte undergoing the reaction li- 
the ths; set ot letetxnees tehedon bx the 5 xammu, the Ueetroacnse 

" I ixe uf die cmJi'O'ue polymers oemaiu d^per^ed metal particles, one 
eomams earbun black and two e<aHam aanmv-» *n metal Complexes ihai the 
k\annaer finds ate cleeineal ea>nduemis. 
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polymers coaled on ihe electrode^ in the sensors contain metal particles that 
are said 10 Junction as catalysts in the redox reactions of analytes on the 
surface of the electrodes. None of Casella (polyaniiine films containing 
dispersed copper particles), Li (polyanillne films containing dispersed 
palladium particles;, Thackeray {poly;3--nk?thyUlnophene) films containing 
dispersed platinum particles I or Vamato (poly pyrrole 'sulfated 
poiyf P-liydro^yel.her} films containing dispersed palladium particles) teach 
sensitivity lo or detection of analytes in ihe vapor phase. " : Sakaguohi 
describes gas sensors based on redo\ eleelmdes comprising a resin, a 
conducive resin, and an organic metal complex, iid. at 5. first para.: OA 1 
A as. 15.) Naarmann (conductive copolymers doped with derivatives of 
teiramialulvene as conducting sails: Naarmann at (>* and Wampler 
(poiypyrroie doped with carbon black! refer to sensors generic-ally, hut 
provide no details. 

Lewis explains, and again, die Examiner does not contest that 
conduct hnetrie sensors, such as those described by Gibson, funelion in 
chemically and physically distinct ways from amperornetrie eleetroehemiea 
iOmhs \\\\ 4 (, i thus lev * a i seixmune h^noie^t, H -hod 
any basis for Ihe alleged expectation thai the sensitivity to known analyie 
gases or enhanced sensing or stability taught by the alternative secondary 
references for arnperometric electrochemical sensors would carry over to th 
eonduehmetrie setisors laugh! by Gibson. In Lewis's words, "'lite Examiner 
is substituting materials that serve different purposes and are selected based 



" L The "gases" C. : and H :: detected by Thackeray are dissolved in lite 
aqueous solution: they are not in the vapor phase. 
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upon different properties (i.e.. the materials of amperometrie seniors are 
selected, in part, because the do not change conductivity V (Br., para, 
bridging' 7-8, } 

T he weight of the evidence of record, as argued by Lewi 5, indicates 
mat the mechanisms of action and sensitivity of the two classes of .sensors 
differ. The mere fact, mo ugh substantiated by Bariseh that electrodes in 
both kinds of sensors may be sensitive to perturbations of their composition 
or of the environment does not. without more, establish a reasonable 
expectation (.hat an enhancement obtained in one sensor will also be obtained 
in the other. Absent a similar mechanism of action, why would a particle 
selected for catalytic activity it? an amperometnc sensor have been expected 
h> promote sensitivity by changing conductance in a conductirnetrie sensor? 
Similarly., the Examiner has not explained why the alleged increase it) 
stability found in three-electrode amperoinetrie sensors would have been 
expected tn two-electrode eonduetimetrte seniors, which function in a 
different way. Nor has the Examine! shown that the alleged advantages 
described by Sakaguehi, Naarrnann, or Wampier would have been expeeied 
when using the corresponding doped conductive polymers in the gas sensors 
described by Gibson. In summary, the Examiner has not established that the 
electrode materials would have beet! recognised or reasonably expected to 
be functional equivalents tn amperometrie sensors and in conduct imetric 
sensors. 

We therefore REVERSE Rejection A. 

In Rejection B. the Examiner relies on Breheret,. Mtrsucl.. IMoy. and 
Persaucl individually, as evidence of the obviousness of further Umiiatiorts 
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veurvu s n eenain depuxkni e asn-^ i he 1 v nmner dues not ic;y on dsese 
rciefoiKv^ to angmcsu oi to shore up the i ejection of tlk. eosaesp^nd up 
i K^pen< ! e it ddi"f-> A^oidnkdv, v\s <d-o R' \ 1 KSI kejeUfo;} B 

\ev\ tnound of ;\e>et on 
a\ d>e nf Sow we Kseah .>hi con ana seaehnn <>f (o-bMn; 4. »i weie 
raetvionee bs the \ \amotei k t a- «t eeaphdM/ed \\ e toens <>n c esc a 
i aaekenn . Naann.nn\ and U ampler a* *\ptesent iiiu 1 .d:emath e ,\eeondar\ 
rciefeiK'v^ because the thsu^t >4tae new Kjeehoiis ns sub^mtiaiK 
ilHietein bom lite t\\ru-A oi tae 1 \a"nrkt s ?ejeePo t->„ vs^ Jen>nvana?e on; 
de^ "iMO!* ,» New inound efKeuei on n order io pros see 1 eoss* w-ph a :\" 

and t u 'upnuflU'HtX l<> U\,\V)(i 

(. le-ms 4*4-10^ MKS . "V12> -A>\ ,me, . "O a:\ -ejected under 
>5 1 <.S C s i(V«tai in of tlk. combnKC 'eaekih^ of < ;sb^n. Ba f asen 
and easel la. 

Cleans v^4M 10\ 10\ f \> |?s f ^ ;md 1 5? ase tevoted undoi 
35 I ^ 0, ^ iO^ta: in \ se\\ ofdse combined teachings et * ukor. Ba ; sse^ 
and. rhackeray. 

v. Loans .04. Hb 10 c , S >o 12<v Mn. and 152 aae reieoseu nnder 
3^1 ^ C v; I OM-if ui \ 5ov< of mo condoned U'aeh^n;^. oU^b-o? 1 Bro^cu 
and Naarmaim. 

i. laims vk iOb Mb. HK I2<> 12k j as d 152 aie lejeetul mulct 
•b i ,S . 10 VB n \?ev\ of the e<»mbmed teaeh ae-- of GiKon. Bausn. 
and W ampler. 
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Churns 1 14. 1 16. 136, 13$, and 158 are rejected under 
35 U.8,C S 103(a) in view of the combined teachings of Gibson. Barbel 
Mit'sud, and any of Casella, Thackeray, Naarmann, or Wampfer. 

We determine further that nonobviousness of the independent churns 
ha* not been established on the basis of unexpected results. 

We leave consideration of she further ihnmuions of the dependent 
(.l.i nsf- \\hnd? lu\s not been ^eprateU ,u,med ilaK f.u io the I \<nnhv^and 
Lewi*. We note further thai we have genera My restricted our attention to 
issues raised by the arguments of the Examiner and the Appellants. We 
have done so because our primary role is that of review, We decline to 
i rusLgak tae ee<>n' » nd t he b to ng^ m the I -A i t^atne th tt are 1 cnI 
made by those who are, by virtue of their previous involvement and 
specialization, are better positioned to do so. 

We emphasise that although the regulations governing appeals to the 
Board state that " 4 pjhe new ground of rejection is binding upon the examiner 
unless an amendment or new evidence not previously of record is made 
which, m the opinion of the examiner, overcomes the new ground of 
rejection stated in the decision"' 37 C.F.R. 41 ,50(b)( I K this new ground of 
-ejection is not likely die last word. As our reviewing court has emphasized 
numerous times, "(ajtter evidence or argument is submitted by the applicant 
in response, patentability is determined on the totality of the record, by a 
preponderance of evidence with due consideration to persuasiveness o:i 
argument/" In re Oeiiker. 97? F.2d 1443, 1444 (Fed. Ctr, 19*->2s (emphasis 
added). 
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The overall basis of the rejection i» simply staled. Gibson leaches all 
the limitations^" of claim 98 regarding ihe >ensor but for the requirement that 
me sensing area comprise alternating regions of a conductive organic 
material and a eompositionally diHerent conductive material "selected from 
she group consisting of an inorganic conductor, carbon black, and a mixed 
inorganic organic conductor." in particular. Gibson teaches thai '"[a] wide 
range of conductive polymers may be employed'" (Gibson ai 2. last para.) 
(including copolymers and blends of copolymers; id. at I 3, first full para.) in 
the sensing area of Ihe gas sensors. Moreover. Gibson teaches that "Tal wide 
range of dopants may be employed" (/</. at 'f Is? full para,; hi at I 'f Is! full 
para.), including, ionic dopants {id.). Gibson also teaches acidic protein and 
enzymes may be incorporated into die conductive [Urns to provide 
sensitivity to specific biological molecules, (id., 2d full para.) Thus, a 
person having ordinary skill in polymer-related arts, would have recognized 
thai a variety of additional substances could be added to the base conductive 
poiymet to forma sensing element 

On the basis of these teachings, a pet. son having ordinary skill in the 
art. would have had a reasonable expectation of obtaining a. sensor by 
substituting any electrically conductive polymer otherwise meeting the 
limitations of the gas sensors taught by Gibson, in other words, absent the 
disclosure of properties incompatible with properties required by Gibson, 
such as Ihe presence of large conductive particles that would short ihe leads. 



We take as uncontested on the present record that other limitations as to 
the sample- handling, detection and analysis appearing in the independent, 
claims would have been obvious over the applied references. 
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or the inability io form a continuous ill in film, etc.. Gibson leaches thai any 
conductive polymer would have been expected to work. 

In particular, the conductive polymers taught by Case] la. Thackeray. 
Naarmarm, and Wampier would have beeu expected to yield working 
sensors when substituted for tire conductive polymers urmdrt by Gibson. 
That reasonable expectation of success for such subject matter establishes a 
prima facie case for claims broad enough to encompass such embodiments, 
£\.e,„ Yekmde.r v. G<mm\ 348 h.3d 1359, 13o3 (Fed. Cir, 20031 provided 
that all oilier limitations also would have beers obvious, as a whole. 

The question remains, which claims encompass the obvious subject 
ruaiier outlined immediately supra? The tabic on tire following page 
summarizes the critical limitations of the independent claims. 
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1 Ml] I , Alaios I , mite t ion ^1 ihe Independent Counts 


Claim 


Sensing Area 


Di fforenf conductive 


Claimed Subject 
Mar les- 


On: 


AR 


l-O. CB 


sen sor 


104 


AIR 


O. 10 




105 


DR. 


(}. !•(.) 






\K=p \: 


ar=v 


« 










108 


AIR 


O, 1-0 


Sensor Array 










1 2.6 


\t: 


« . Ml 




1 27 


AIR 


any 




128 


AIR 


O, i-O 


Ken* a \na\ Swem 










148 


AIR 


any 




152 


AIR. 


O, I-O 





Key 



AR 


alternating regions (organic) 


AIR 


alternating interpeuefrauon regions (organic ) 


DR 


dispersed regions {organic} 


pA 


polyaniune or emerald ine sail 


O 


Organic, Organic Complex 


I-O 


1 i io rga n io, mi xed \ norganie/Organ s c 


CB 


Carbon Black 




apparatus 



AH sensing areas comprise a conductive organic material and a 
compositional!)- different conducive material as specified. 

Inorganic materials are limited as recited in claim 98, reproduced 
supra at 4. 

All claims except claim 127, which uses rneans-plus-funeuon 
language, recite an apparatus (claim 152, "detector'") for detecting a 
change in Ihc sensing area upon exposure to an anaiyte. The nature of 
the change is not specified, except in claim 128. which requires an 
apparatus mat measures an electrical change. 
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W hen interpreting claims in an application tor patent «e must 
inteiprei The claims; n^ing'the broadesi teasonable meaning ot the v\ord^ hi 
iMC'f <»r\i:n,if'y n^iic a>. ;he> would he :mdet\toud h%. one ofoulinai) -.kill in 
tlk 1 au. taking into account vU)<Ue\oi enlightenment by way ofueluntiors^ or 
otherwise ihcn n\;\\ he a Horded he the wuuen de^uiphon contained in the 
applicant specification/* hiu>\h>mss l2T,cdUUb, 1054 (led Or 

Appiyujp principle tu the tenr=^ *\;hernatine tee?on-./" Adtenuuiny 
hnerpeivtrahng regions," and v \hspetsed region^ " ubvno that 1 cv, is 
has not. in me Hied appeal briefs directed uin aHenuou ?o express 
detmnMU vf dtese Icon in the o44 Speedseanon, I he ?errn "alternating 
reglen^' ' often m- uresis isolation. Mich that ihc regions -\ and R in a structure 

. , , \BaBAI\\BAB , . . 
d<> nut connect v\itb one -mud set, h i - con tra sL the term '"ahematmg 
nherpeneuvnaye r^non^"" oiten v=yeeM> that the A seasons are connected and 
the R K-giuns are connected like a pah of opposed combs w lih 
interpenetrating seetn oi the interdiyhated ekv ; ?x)dcs »l?twn in H;.mre 1 uf 
rhe M4 Specification The tetm "dispersed regions" on.hnarib suggoet^ that 
anions A are not eoniketcd u> one another and ase >eaueaui it) an otherwise 
continuous medium B, 

lio\\e\er, the s'44 Spceilicatiun sloes nut distinguish among these 
possibilities In the general summary of the hnention, eompodtionalk 
distmet "regions" are described, and J he ^en^r is said to pro\ hie "an 
ekenieai path through the tegion> of the oiganic maieual and the conducive 
materia'. (Spec. :s, H 2~A etc > in tk detailed description, the tenons 
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hd\ hm Ca0\'iun compositions aie described as "ahemasss\e " and as 
providing a e^ndssetbe path ha\ ditKaenl conductivities "transverse to 
me eleetoeai paih between she eomiucthe leack." {/</, at J5„ II, 1 I N.) 
SttjKiHL'iv. the ptepar>u:*na o;*sik'h maiersals is de^esflvd n> he the result 
blendmc a eosdsunhe se.neri.d nilo a c^neincike oi-iank nuUna; {/</. 
at U I4~U> ) Moreover, aee<>rdrae to the o44 Specs fte;HK>n "ns a e<>Uokl 
suspension, ordssperss-m of purueuiate eonduetho material in a region >»f 
eondeeibe oi uasiie matcnai. Use seekm^ Ss.nar stisn; the panicles pu>\ kie 
changes m eoaduetanee relative a> she eondne-anee oi the particles 
memsehes." u f </. atlL 1^ l\asnples oi ^.nsstson canine, suspension 
osssnnk aad medjameai m^ing are p r o\kko for cases in whud< thvie *s .} 
ruimnun sohent tor hush snakT-aK a ■sobers hn only one ?!S.Merkn or the 
other ot no sob enHorenher material respect h eh s///. as 3^-41 i 
rise o4 1 Specification doe^ sioi appear to dvsesme spee'dle techniques lor 
making thv "aUenhitiibi" and "'alternating inieipesKttation' seena^ a-- 
namely descuhed in she preceding par.soaph, Hhss, u >s eos*s;sseat wssh 
me v, alien description to appb a hn\;des fvadsng so the mtee named tepons 

Keeping in mind ;h.a we are \kA w siting on u bare siaie' ?hai neither 
Lewis norths, hwsnnes ha\e tousid dsftesenees ankme the terms, and lhat 
no uevv mane? ha^ K\a iV»und, we conclude, on the pieseat leeoni that the 
terms "alternating teenav*," "alternating inienvnetialnm regions/" >;sui 
'\nspuscd legions," as u^ed m the claims, are *a aonvnvu^ Should any 
olhe f mvioicann>n headlined dunm- insihu prosecution ot tK'v. d a 
ha-d- m the osiemalh filed 044 \peei fseation shvukl be sdeniitled 
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W e noie harthci ih.it carbon Hack di>eiihed an oi<rmie 
conjpound iv\j! , Spec. 2<>, i. and theietore asy liable as the 'MUVcicni 
s.\md:;cnve m f Hen<d"no; oids m da mi <>N, w which K is HX-vsncdh/ reened. 
h'ii hi ah the »4hei claims, uhk'h either leeite ;sn ureame diffeK'su 
eumW'Ke mucrial or do uus scene an\ eu?npu\ihoual Innnanuiv, <m iUc 
difterem conducive rfUKedd. 

Final!), we note thai she o4 1 Speenic-dion deunes a o>^klueiinp 
^veion <w Unne ih.u can can y dextrous bv-m a sou) <donu mdudmp. 
h-i limUed Uk t material a p.uiklc, .? met.d, a pdy mer, ;■ Mu^trak- an 
ion au ;bhw au organic material, ;C , carbon craphitc, etc an int-reame 
manorial, a biomaierud, a solid, a liquid, a ga* or region*- J hereof " tSpee 
1 In to Vj h 5 > Indeco. tho <>44 spedtkaHon indseare- die eketnealh 
eondaeiive oiuunic Rdnn "Y.m optionally be a heand that is attached n* -i 
centtal core niakmc up [aj nanoparncle" {uL at d. I(< in ;s coUouL 
I h'is. the 'Mdtefvnt conductive m, deride m the mo-i ^esunai esse, cm he a 
xery m«s.}H iceiun in die ^emauu- area of ?he -vcn^a 

l laims vj\ 101-duo. ICS. Codi:^ M\ and :5: aknxjeeied inula 
{ ,Sa'. i; 10 ni of the combmed teachings HXdKon. B-assci. 
and. Caseila. 

We l;;nc no dlftkdn finding thai Caseiia {eondueti\e polyamhne 
him? e«Mit:sininu disposed e<*ppei panicle--! meets tik sensing area 
icuuiiemcnts of the m^anic eoiklucioi and -\-c emnp^MtionaHy dufeient 
eombiOnve m,Hend leeUeol in jll oi the uulependem c I anus. 
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Ckmus^. tod, 105. 10^, l2o-i:b, M c .and 152 ate selected undei 
>5 1 ..S.C. iOXii in %iew >>f the combined leaching^ of < db^n. Bansek 
and 1 hacketax . 

I haekora}- spoly(3-metlnyithior>hene> films containing dispersed 
platinum particles} is similar to Case Ha. However, Thackeray does not 
describe or suggest, conductive pdyaniiine films containing a 
eomposhionally different conductive material. Thus. Thackeray, in 
combination with Gibson and Barisci, (iocs not suggest the alternating 
regions required by dam? 1 05. The limitations of the other independent 
elauo^ do m t hc\\e\e: eulnde etthet the u~ga*<v cund o ?ve ivkmu o: 
the eoniposittoually different conductive materia! disclosed by either 
Thackeray. 

Claims 104. 105.. 108.. ! 20- 128. i 48, and 1 52 are rejected under 
35 U.S.C § 103(a) in view of the combined teachings of Gibson. Barisci, 
and Naarmann. 

Naarmann describes conductive electrode materials having a 
conductive polymer and a conductive anion (ietralhialuivene) salt. As Lewis 
poims out (Br. 25.K Naarmaim does noi describe an inorganic conductor, a 
carton black conductor, or a "mixed inorganic ''organic conductor" as 
required by claim 98. Nor does Naarmann describe polyaniline films, as 
required by claim 106. However, independent claims 12? and 148 do not 
limit The conductive organic compound or the different conductive 
compound in any way. other than that they be compositionally different 
from one another. Moreover, remaining independent claims 104, 105, Kb), 
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i 28. and 1>Z include organic conductor and organic complexes in 
addition to inorganic eenauen*^ and m'wed in^tgexne >>:i;un:c condiKloi> iv- 
;ne "contp<>NftfO!Ktjj\ diHcicni couducu\c luau-nair i e^en the N<>ud 
scope of the term "oi^snc conductor* {^luch. sn anv event include*. 
sv ur;.t;niie complex") w anmoi say the I ewis ha-v shown harmtui enui us the 
i\amuief s inkling that die te?radnafuhene s-d?s of Naarmann are 
e^nduek>rs meeting she eompo -nioualK oiftesent conductive material 
requuvd 0> claims »nhct than claim ^ 

C kums 1 04 I 05. I On I ?o- ! 2N 1 4b. and I 5 ^ arc rejected under 
35 I AC ^ lOesa) in \iev> »>r the combined teachings ot iuKen. Bansck 
and W ampler, 

Wampler <polsp\rrok and carbon black- d<>es nut describe 
pol>ai'tliiv eased elecm>de^ i in^ el dm HH> *s no ! obvious o\er 
combination -> of W ampler Gibson, and Ba« Kei None of me remaining 
Independent claims exclude pohp\nole a> ihe ^r^anie eond--ed\e material 
iH carbon black a^ ine other e^nduethv matctiab 

'\s aireasb n<>ted the iv ap>p.i*\uu>" hmmuiun^ wfihe mdependem 
claims ha\e not been aigued u ith particularity as ba <s toi patentability. * m 
ine preseni avord. we imU such feaunes m be »Hn i^u^ aspects o^son^ns 
and stumor ->ystem^ thai ase suggested by b-4h (eh^ti and Barisei 

e conclude dial a prima iaeie u-se oi oh\ leusnc-s based ^n a 
;-eas<>nab:e expectation ot ^ieecssmlh substhuhng e^neksetise poknvrs 
with the additional "Vlher conductive materials" nsught by the alternative 
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seeonOais leicsenees. haN beat established. \wth the exceptions >>ei hnih 

supra. 

Claims iU, I In Bo, IJW and 1 5S are rejected undei 
35 I ,Sa\ s lu.V*; in xicss oi th*. combined teaching-- ol' GiKon. B.aisei. 
Mifsud. aiKl an> v~)l\\isel]a ! hackery, Naarmamt or W ampler. 

fhese claims is\<> (tmrnv himtJihorN- iemp v uinnx' <.onn\)l ol a? 
le.isi one sender in 'he vn^ui array {el;: mi*- I U I K\ 1 vo and BS}' ;:nd she 
requirement th.p at lea^a additional one :vensor Irons an enumerated U^l be 
incnated hi the ciahvivd ssstuti odah i 15^t. The ! xaminci h.i> tehed on 
eiihvt VHFsud oi Bicheroi as evidence thai a would base beut *>h\ mus use 
a named ^cnsoi eiema? I m combination sMth ^ensois ela?nent-- of claim 1 52 
in an odm sensor, and to c<>ntiol the ieitmetatuie of a ^enso- in G?Koa * 
ties ice, ;:s mudifsed by u^ln-i 4 <.ompo^he pob ; mer de^-crUxe ns ;a lea^a one 
of the aNeraatise <-eeonJar\ references. 1 he 1 xarainer rclk-- vn Mo> and on 
Poland as os ideuee of she -*hs sourness of combining ajc-al oxide ^er^ors 
whh eonduetix e polymer -^akvor/N 1st an odm sen>>imj anas vusiem 

'Vlthuuul- sse tvlx <>ni\ on MitMki. ilx atgumenis telatiiu: to she 
additional ^elereneos a-v ns-'ueUse 

MitMk- teaehe-- thai >errneonductix e v metal ovde. Mikmd. col \ 
11 I"- N> &a-» ser^oi> o, conductive p^hmei ea^ ser^-oi^ ~. and smfaee 
aeo-^ta- \sau x ^ sensms 8 (MPnuh eoh 5. II, 4 * *(0* aae sensitise ?<» the 
lemperansre and ?a>midhv t<V, at tot i<N I ^ l<uol ~\ t I ), and d>.p 
measmemeMs ate required m perform eoiupamons ol ditfeio?u edciciw 
^.ib^anee^ {,J at eol ? il. !~?) (HVt * >A UO Mouvxcr. Mio-nd teaches 
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thai the three kinds of sensors are combined in a single device, either serially 
(Fig. 1 ) or in parallel and in series (Fig. 2l (U. at eoF 5, IF 13-19.) 

Lewis argues thai Mifsnd (ices not cure the defects allegeii regarding 
the Examiner's combination ot the teachings of Gibson and (he alternative 
secondary references. (Br, ?5.) But there are no deficiencies as to 
independent claims 108, 12$. and 152 in the new ground of rejection, Lewis 
argues further thai Miisud teaches away from the claimed invention because 
Mifsud leaches that conductive polymer films are less sensitive than, 
semiconductor gas sensors, {hi.} This is not persuasive of harmful error 
because the alleged superiority of one type of sensor over the other has little 
if any bearing on Mit'sucfs teaching that it would have been obvious to 
combine sensors to take advantage of sensors having different sensitivities. 
Lewis also argues, and the Examiner does not contest, that the temperature 
of the sern tcondud or response is inverse to the limitation on the inorganic- 
conductor mat the electrical conductivity decrease as the temperature 
increases, {hi.} This argument is misplaced., however, because that 
temperature sensitivity is a limitation only of ihe inorganic conductor thai 
comprises the eompositionaUy different conductive material in the 
alternating interpenetrating region reel led in claim 1 52. The additional 
sensors recited in claim 158 are not limited by such a temperature 
dependence. Moreover, Mifsud also uses surface acoustic wave detectors in 
combination with conductive polymer detectors. We conclude that it would 
have been obvious to combine detectors from the list recited in claim 158 
with other kinds of detectors to gain the particular sensitivity advantages of 
each type of detector in a single sensor. Lewis does not address the 
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obviousness of applying the temperature control taught hv Miisud. We 
conclude it would h.a\e been obvious, based on ivfifsud, to provide 
temperature control of conducive polymer sensors as required by chums 
1 14, I 16, 136. and 1 38. in sensor arrays or systems including sensors 
obvious- over the combined teachings of Gibson and Barisci. 

Moy. as applied against claim 158, is largely cumulative with Milsud, 
but without temperature control. Persaud does not appear to describe a 
sensor in ihe list recited in claim 158, Brehere! is so mewl Kit more 
complicated. According to BrehereL ihe temperature of the array of fo e 
semiconductor gas sensors was controlled. ; Breherei 104, cued at 
OA 15-16. .! Breheret also reports that an array of twenty different 
conducting polymer gas sensors was tested; but Breherei ss silent as to 
temperature control of the conduct 'ring polymer gas sensors. We conclude 
that at best, ihe Examiners reliance on Breherei for the obviousness of 
combing plural types of sensors is cumulative with fvlifsud, and that 
BrehcKi d<>os nut .hhans\ tae fXamhvr's eontetni^n that temperature 
control of ihe claimed conducive sensors would have been obvious. 

Accordingly, we hold that, in view of ihe teaching* of Mifsud, it 
would have been obvious to apply temperature control, as required by- 
claims 1 14, 1 16. 136, and 138, to alternating interpenetrating electrode 
sensors obvious in view ofl.be combined teachings of Gibson., Barisci, and 
any of Case! la, Thackeray, Naaonann, or Wampler, 

Similarly, we hold than it would have been obvious to combine 
a he mating interpenetrating electrode sensors obvious in view of the 
combined teachings of Gibson, Barisci, and any of Caselia, 'Thackeray, 
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Naasmann. iH Wampicn wUh the suitaee acoustic «:ne detector and 
elect? ochemical detectors described b> MiKud 

In its Brief (Br, 38-39) mid at oral, argument (TV. 10, L 10; id at 22, 
11. 9-22). Lewis argued further thai evidence of unexpected results, in 
particular, the demonstration that the "response [to iriethyiaminej is orders 
of magnitude larger than any seen from sensors prepared from insulating 
polymer-carbon black composite films" (Br. 39, citing Figure 4 [sic: and 5] 
and Spec, 1 5. II. 12-18 [sic: and Spec, 1 5. I. 19 to 1 6, L 2]) should be given 
weight. 

A heightened sensitivity of three- to four-orders of magnitude is 
indeed impressive. The difficulty with this demonstration is that evidence of 
unexpected results must be commensurate in. scope with (.he claimed subject 
matter, hi re Peterson. 315 F3d 1325, 1 330-3 1 (Fed. Car. .2003} (citing: 
additional cases k In the present case, the 644 Specification indicates that a 
chemical reaction between certain analytes and certain conductive polymers 
results in structural changes in the polymer that transform tire polymer from, 
a conductive state to an insulating state. In me words of 
she 644 Specification, regarding a particular example, '"j tlkis mechanism, 
appears to be responsible for the majority of the resistance increase observed 
upon exposure of the acid-doped emeralchne sensors to a mines 3' (Spec. 83, 
I. 19 to 84. I I.) The disclosure teachings further that the proposed 

mechanism for the response of the sensor io more common solvents- i.e.. 

solvents that do not react wiih the conductive polymer involves a decrease 

in conductivity through the carbon black particles. The magnitude of such a 
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response ?o > AK R at 1% vipor pscwue < v Spee. T 7 , II, 12-1 sec 

also FiifUR 1 ia. described as ^pee. 8", comparing temporise io common 
sob cms \x iih the respond to bun lannne > is not seponed a^ unexpected. 

On ;he present record, it appears that the sen- high <-n^m iiies are 
limited io combinations of son <-r^ based on eonduethe p-M\ ?nc5 the 
continuous pha--e ^ ith analyics- that uaet ohemicaiK vsith iho-< conductixc 
pwivmeis VnsUU it> a> noureaetbe anahtes such as x\ate? - or muhanol 
appear t<» he urdnk;rx Bui none o\ the independent claims are hmited a*> 
to both iIk vnsor a? ! d the analuc On the pre^em ueord \\e (.onchkie that 
she esKteaee of unexpected results is inadequate to oxercome die pth^ci lade 
c-j so ot oh\ iousne-s 

At oral aoauniem=, CouusU indicated thai, follow in* a pe?h>d of 
upborn- p^osecuOi-n. an unpa>.se h.;d hcen fx-,;d=ed and ihw >m appeal v\a-- 
indeed ?k\\ssar\ to move she case U>^\atd, temporanh p?Ychiea'n;.Ohe 
introduction ofadd'Tsoual ex ule?ve ;h \\ 10 t he delays icachmg 
rids point are untork-nate pastieuiurlx so uiu-n dse os set unve<-oh ed ihstkxs 
remaining in this application Yet \xc h^pc dun certain issues of claim 
interpretation, particular; s as to iIk scope of the ohm us. and certain issues 
icxsjrdmc the teaching of dse references, haxe >»een elan Tied subVientb to 
allow furthei pioeress tow auls resolution <>f ms^ appWation Sot paient. 

W e remind the bxannner and I ewh rtun although all the independent 
elamss ha\i. beu; rejected, as \%cH as elauns ^abject to K ejection B. \\t have 
not considered the leukiinhbi dependent elamis, Ue ka\e the disposition ot 
those chums to d>e 1 xannnet m the fast instance. 
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W e h.r.c aho not enkk.\1 rk\\ xroutKh ot injection based on 
reterencos thai %w confide? ^entialK eumnlaiise on ihe present aeord. 
I bis onnssson :s. no! pseehsssse. hwi ihe bA.iniinej should e<>n*>klar e„.a\ fuhv 
whUhci another iekaeikx Knses a distract e-sue ot pateataedk} IxdWe 
ensenikt \et ano'hei rejeenVn of an a i reads reieck'd c: um 

IX Order 

\\ c Rb VI KST r\aminer\ rejection of claims f -K~l 10, H ? 1 i3. 
i : 5. : 1 T- 1 2?. S 2o~ I a? ! 5 j 1 5 7. and ! 5 l > undo? a? I'.S.C - ^ ! ana » in 
uew Ndhe eoamsned k-sehiik^ ot inb^un. Ban sol and an> <aVaseda i l 
Pueke^v "\ amato. W ampler, NLaxmaniL or VaLu^em, 

We Kd'\ i'RM the ! xaninkV^ rejeed^n »tf claim* I 14. 1 In I ?h>. 1 5^ 
and 15^ Mand rejected under 35 I "vO. ^ id.na> In \ iew ef die e^vnoined 
teaching of Cdb^oa. Bai^ei. and an_> of C a^elUs, I >. fhae!.en> ^ amato. 
\\ anmkt. Naaun.mn. oi Sek^endn. and an> of Brehetet. Mifsud. Mov. 

or Persaod. 

'\Ae enka the toiiovdn^ Ntv* (.t rounds >4 Rejection. 

Clomps. 10 1 1 0o, 108. lift Llh. i Kand i me rejected under 
1 ) S.C J> jf^(a) in \ iesv of die (.enrbmcd scathing of (dh<un- Banse? 
and i/asella. 

Claims >^s. H*4. lOe. M*. !2o i^. Ms, and 152 ate rejected undei 
I ,.S.C. $ I O.Mai in siev, of dk- eombiskd kaehrags of ide-mi, BanseL 
and i haekeray. 
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CUms HU 105. 10^. 12(>--j> !4t;. and \ 52 are lejected under 
55 1 -.S.C, * 105aa; in \iew oftho combined leaching of t Jibuti. Banseb 
and Nbaruaann. 

C la nr> ^X. '04 105. I On 1 ?o- !?b B-kv and 1 5^ arc resected onder 
35 I AC ^ tOoaa; in \ie\\ .if f ho combined teachings ot * sib -on Ba ; 'Bcb 
and Wauinie" 

v. fauns . bb Ik-. 1 >{\ S5h, and 15s are selected under 
3^1 ^ C v; I 0ma;- m \ 5cv< ^fdso combined teach 1 s^m cH^b-on Ban^ou 
Mdsud aau an) ot ua^clla. bhacuCKh Nairuann W ampler 

. h>> decssiim eoaU a-- ne\\ grounds oi ! ejection psrsnant to J " x hR 
^ ~ M)'h» Mi's >u oi •am de^ i. i ' ^ i\id>'i iecHRi 1 sbiH 

n<a oe consulted 'lr-d b<*' psdkrd rex ten 

* " CT R. * d i ,5us b * a'.vo pros kv- d\r- dso Appe;.atiK W • i \ 1 IX 

I MON 1 B^ ! ROM 1 Hi PA I b Of I Lb Di C!SK»N. must exeKu>e 

one of tlu foUonra^ two options \\ na uxspen the new gnacad-s 

vjeodun u> a^o ; d serunnadsm uf O-o appe;- 1 .?s to dv te; cosed e-anns' 

( \ » Submit m appntprane amendnKnl of bae e'am-s v rejected 
or ue\x e\ uienee reJaUn-?, to bae obdms v reiec f ed or h* >ih and 
have the eaattes \ considered by die exannua. sn naich eveat 
11k proceeding \\ iff be -enundvO u> the cxauiire" , , 

Request that the preeecd-a.; ! ae reheard m-der ^ x 41 5? b> die 
'Soard upon the ^atre record 

ttrae peikxl ! <a lak-ae- <my Mib'-epuen? >;CPun sn o>a\neato?- \\ th 
tins appv.d max be extended under ; ? (\h K. ^ I I ?tna 4 

Ai I IRMIJ'v 57 (i JR. 3 11 5ucb) 
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1 The above-entitled matter came on for hearing Thursday. December 

2 1 0. 2009, commencing at 2:36 p.m., at the U.S. Patent and Trademark 

3 Office. 600 Dnkmy Street. Alexandria. Virginia, before Todd Brown, a 

4 Notary Public. 

5 THE USHER: Good afternoon, Calendar No. 45. Mr. Baker. 

6 ME. BAKER: Thank you. 

7 THE USHER: You're welcome, 

8 JUDGE KIMLIN: Good a lies-noon. Mr. Baker. 

9 MR. BAKER; Hi. How are you? 

10 JUDGE KIMLIN: Our transcriber today is Todd Brown. 

11 MR. BAKER; I'm .sorry? 

12 JUDGE KIMLIN: Our transcriber today is Todd Brown. If you have 

13 a business card for him. I'd appreciate it. 

14 M1U BAKER: Um-hum. My name is Joseph Baker. I represent the 

15 Appeliant. I'm with the firm of Gavniovieh, Dodd and Lmdsey. My Reg. 

16 No. is 40.900. 

17 Unless ihere's any particular questions so begin. IT! go ahead and start. 



18 This case has been around for quae seme time. It was filed as a 

19 uonpro visional in October of 1999, so it's been pending for ten years. The 

20 Notice of Appeal was filed back in 2004, and. as you know, the Hie history 

21 is very long, it's gone up to final and gone hack to first after interviews with 

22 die Examiner on three occasions. Finally, we reached an impasse and the 

23 Examiner Soclerqnist and I agreed thai it was time to take it up on Appeal, 
.24 So we appreciate the Board hearing the ease and spending your u'rne on it. 
25 

26 
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1 Really, this case corner down to an obviousness rejection. There's 

2 two different criteria here that have been applied. There's the old teaching 

3 suggestion motivation back in 2004, and now, we're under the new relaxed 

4 standards under K.SR. And even under the relaxed standards of KSR, (he 

5 obviousness tejecnon doesn't hold weight, for i wo reasons. Number one, 

6 we're taking two differem: types or Technology and pulling; mem toycmer. 

7 one being electrochemical sensors and the other one being conductor metric 

8 sensors. They function - 

9 JUDGE NAG U MO: if ! could break in here, die main reference. 
10 Gibson, is a conduct! metric sensor, 

1. 1 MR. BAKER: Correct, correct. 

12 JUDGE NAG U MO: As i understand, Gibson teaches it makes a 

1.3 sensor with a couple of leads and a conductive polymer between then;, and 

14 there can be all kinds or geometries and — electrodes., and why - why would 

15 it not have been obvious, with a reasonable expectation or success based on 

16 Gibson, to take any conductive polymer, any polymer known to be 

17 conductive, and apply it as the including thai since as yon can have lines 
1.8 of polymers, why isn't that, with trie other references, sufficient to make the 

19 claims for prima facie obviousness anyway? 

20 MR. BAKER; Well, Gibson actually does. It uses a polymer layer. 

21 And there's been a question between the Examiner and. 1 what blends 

22 actually means. And when yon read the specification of Gibson. It doesn't 

23 really talk about what blends means. It talks about using co-polymers. Bui: 
.24 when you read n> rough and you review the co-polymers, they're really 

25 divavw'g iurmg d<o moncmcnc mm-*, cud putting tlu-m tucethev. 
26 
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1 And so - 

2 il DOV \\OV\U i: \\ ell it sa\ s biendv aho e-vpoh mors aad 

3 blends of tlu aboxc compounds, max be etnph-sed Uv\ is at pa^a 13 tn the 

4 hi si lull paue.yiaph. \nd the nh<>\e vompomkis that tic's i;:lknhi ,:lvui ,ae 
^ x ai sous e>nidnetix^ puKmeis. 

o n»e other thin-; is. thoHeti. \o-n claim sa\s .tlUMiiahH-; regions, and as 

I read the ^pe«. it ieatiou , at t s rsi 1 ss as sax i n 2 < <L in > s ou km ^ s tef nati n^ 

3 re^i^ns, hi= | ii includes a eonduetsse matrix ot poh anions. I would sa>, and 

9 Ktdc disbursed hits of cai^on Hack in II and thai'-- eun^kle"ed to be an 

10 alternating legion. 1 think. 

1! MR. B«\KIR. (\nr,0L 

\: it DHF VXHUMO So. and dice the speeitVafio.i aUo sav. u talks 

1 5 ahout what ->s ;j oondnctise reeion and a .eels doe. n to a \inele ;mlo» ca>> he a 

14 {.onduetixe region. \nd -o, e^ea that scope ot \\ hat ahes natin^ redans ear; 

15 be. \Un don t all <>t the rerVrei^-cs make thie* I mean (hero's one lhah a 
!»> sonpie the - - ) think it's Naa-inann and Saka^nehi and I looked at them 
1 / tusi. and, von kn<>\x\ !VMQ, bnx's that a s.-paiatc ^omiuaixe reeion. >--i\d 

18 then I lead the spec, and Ym third-, me, l\-c, niayhe this v^sn i *.neH >■■ xxehxi 

19 rcj>\uon ahe* eh. Win s-ui H v.hein the v one'.* 
?'J Mk. BAKRs Well- 

21 il DC=h \AUUMO: No n can son explain? 

22 MR. BAKkfk Okas, No these'- a %sh>;le hunch o:\mestions then . 

23 W e'll - sail xx tth Gibson. ( dhson teaches paly meno mates ials. In then 

21 tcarhm^ H'pelxnkuc nukatals. nmnhes one. tlv\ don t mohak m<.a eantrs, 

\^ snvhas \~) d vjihoj "*la k iismt v h nohmo nu i < K 

26 
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1 la faei i f > 011 h*ok at Mkn . for e\,m\p1e, \c-nw £eh iir< oT all — I 

2 Hunk M s Mo> and Brehereb I limit I'm pronouncing that n'^hi tuo 

3 afcioiKv^ ihiv ^eie cited h> die fXaiyunes T^o^c tvso refeienees aanaih 

4 teach a Tor the nse of puBniei nvaernh-- in e<>nducionenk *we^tv so 
^ you'ie not *ensu*ve ,«hoia 

0 ,f I dXih N Mil 'MO' V:jh.*nii dh>v\ dh^v \u>k- applied oidv ac.nnsi 

Case! Li. 'that w;j\ a -econdan rejcelh'a Aad a,' 1 . rea;;> a pnin.ir> oae thai I 

8 think we realh need, to gei ear pips <iti ntv. 
*) ^ ! R. B A Ivi R i o £ei s oai £i ip 5 - o ; l okas . 

10 iTDOr NaGUMO. So- 

1 1 MR. B«\Kl R. il \\c l<>ok iv if v,e fuok a;, for example. CLam ^8. 

1? whkh is the U\\\ sndependem Jaou unde* selection,, d a< tnaih incUuie\ 

1 5 aheraanng K-jih<a^ %*' a Jum condtsaf\e material and a eompo'dhooahv 

14 ddtereni mak-r-ak And the compo*auonulh uffterent materia; K ^elected 

15 Irom a croup of morgamev tor example. p>kl siher. carbon Mack. 

lo TIkv rnkiine. noinalh dsai combination of the ddfeient ?>pes ot 

1 / scions that ;ne in i\\i\ = nateriak the nouso! u\iM<>n, aauniB punufed henehis 

18 thai none of trie othes <>ne- had. 4nd. speciK s alh. bettor \enMnsii> towards 

19 xotou'io i<>cans, dn'i>c\ that a*v found in bad fo^d. rotten food, that h.onn; 
?0 been show n before 

2 1 il OOV \ AOVhU »: WeiL hut maiA a \ er> umaed hie if > < >ure 

22 cuiap to unevpoetul iesuUv 

23 And ;ne othei thing f uani to ge* into ^e mix bete i^ thai 98, aad I 

2 I think one osher independent claim, ase limned to thai mouvni^ list, 

\^ "lorcauie, cation hk-ck. %a n--\\nuv\ o( -np\n : >c and m<>o?,aak' I he ot^»C ! 's 
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1 are organic or inorganic and there are a couple of claims that just say 

2 cosnposiiionally different. So., that argument, at best, applies to 98 and 

3 maybe one other dependent claim - independent claim. 

4 And i really warn to get back to mis alternating regions business. 

5 because thai: seems to take all of these rejections thai: Use Examiner made, 

6 sh;H frankly took a little bit odd, especially if you're going to focus on 

7 amperimetrie versus conductitnetric. 

8 But all along, the Examiner is trying to say I've got equivalent 

9 materials. What's equivalent to a conductive polymer? That's the material 

10 that Gibson uses. All of these other things are known to be conductive 

1 1 poly mess. Go ahead and nse shorn. Prima facie obvios.ss. 

12 MR. B \Ki-R: WVil. if \\c - it -- wrll. lot\ju\s, again, ssars wuh 
1.3 the primary reference. Gibson, it doesn't teach the combination of the 

14 composite materials of the inorganics and the polymeric materials. And the 

15 Examiner has recognized Chat, and that's why he brings in the secondary 

16 references, is to actually teach that, okay, there were materials thai: were 

17 combinations of organic polymers and inorganics. However, in those 

18 systems, those are all electrochemical systems. 

19 JUDGE NAGUMO: But that's - the rejection is. I take these 

20 conductive organic polymers., they've got. other staff in ihem, I take that 

21 material and I use chut as the electrode material or the sensing material in 

22 Gshsosi, and, says the Examiner. Yd have a reasonable expectation of 

23 success, and I seem to meet your claims, or an awful lot of them, 

.24 MR. BAKER: And shas's and I. agree, that's what the Examiner has 

25 done. 

26 
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! itlXU: N XGUMO. HxgUu 

2 MR BAKi R: And the pcint he<n.i is {hut when >«»u late and >ou 

3 look at the Ui fief em t}pcs of sens-Ois und hov, s?u_> re used. ck\.uoeheuue,d 

4 sensor^ <ne not meant to <$ctu<'!!\ Hmd an xHi>=h k 4 , 

5 n VKW \AOV\H)- \hv sh..t\ not die Kxamifki s poim js 1 

u u\h)cv^t,i\\il it sAolL i moan, ho made a U *s of ai\tnmems about th.st. hui he 
abo sav^ loot., any eoadue!he ore-auk materia! — an> conducive organic 

^ pol> raer v, e-uki Iv expected to \\ ork as the umdues b e * agamic pols eaer in 

0 ( nbson. flseie >ae a Hindi ot them. (.uKon doesn i h.ne the moi^jme 

10 panicle*-, I\e j>ot a hunch o! 'defences, too man> . hni I mean that s the \su> 

1! ass. Meta! paMk lev i'sc put eartvu hl<k k in pul vines v IV pot doped 

1? pohiuor- \mhhtm. \\h\ don't thev armato meet the ImutaOons of the 

13 claim? 

14 MR. BAK1 k: I he rea-on thai tho-e particular mntenak were 

15 sekvK-d sss the electrochemical swern* swj^ txxause shev're not meant to 

b> hind to an> aradste and dunce msb-auee. flies 'te uctnalls selccttd in tho*e 

I / systems became vdmi ilsev do is ihe\ e«>nduei ihe\ take and mev s^vv'tv 

18 m ,:a eketrobte solnmni. and the elections aie Ukanl 10 flow ihfouph them. 

19 b 'hcv hmd in tae-NC s\Meeav tae\ Vcome ooi^oned a k; "*e\ ^ecsc t<> 

?0 Inaction proporh . So one \\>udd nos eo and vt\ lei s use the materials and 

21 eleehwhemleal sensors, and put them mto reslsto-rnetne because the 

22 ekanxhceak;il censors ate selected lot ptupu.se that t!ie\ don'; bind to 

23 analytes. 
24 
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Applk men ! J9, iii9,{>; ; 

1 :>o the lAammet has taken and said here s a material but h ru net ions 

2 for a toujlh dtlferem reason and u\ selected t<M a different reason than uhat 

3 ^ould do stket it toi a e^adnedso metue ssstem 

4 ,11 IX si, NAiiUMO. But ii t?o»'H*v aseal tlk> ott-ei poh meis 
^ ,a what s dk aame ( , seua os esampk\ icat's , n euotto v.omkktt\e 
t*> pol\ mek isn t ii 1 mean it <'0«tdne?\ okktiuns. Hum's what (nhson s;?> 

t>v an electivnic-condueun<: poh mer in ms sensor. 
^ MR. BAKTR \pol>mer-~ 

0 MAX *h N A( dJMO But he - ( u'hson uuy not h,n e t ushed s>nt and 

10 tukcu a conductor pohmei witheuppes lojks in n. Rut somehoeo ot 

1 1 »\Vm l_> si H Ht the aus \<a\ tee 1 m.aes idd tc ( ihs^a and i ^-ell, , 

1? woide <- i\ ^ell ih?s<.oi Jikfr e ou s'^ t^j woviiJwoik ^ ( ihsoa kde^o<\t , 

1 5 to work qune well because u'\ etmducihn:, 

14 MR. BAKl R: But the purpose thai is s in the electrical sampkm: 

15 s) stems, ana, u*x example. Casellu, one ot the referenee*- that's e;ted as a 
lo se^ouduis ideaake. sa\s that this matc-dal k selected because ii is iueo\ 

1 / And I use the Win-- invisible Iw.uix' it's meant he uuidhk. It ^ not meant 

18 t^ kVkt \wih the analvtes m a n\ stent. 

19 \\ Ivieas in me -Asiam that Dk I ewfs uses, th.it ihe Appellant uses, it's 
?0 meant to bind un analyte It's meant l <! change the resistance. And the 

21 reason that we base the difference, conductive maietiais, and 

22 eompo-kionads di iterant v.ondik s the man daks, because as nu anabtts hind. 

23 thes vacII and dies chan^t. And sou can niejsmv that chan^t auo*^- the 

2 I conductive kvd^.. 
25 
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1 JUDGE NAGUMO: But would there not he a reasonable expectation 

2 of successfully using any conductive polymer - 1 mean that's sort of the 

3 proposition, the one that works lor the Examiner, 

4 MR. BAKER; And, you know, and - 

5 JUDGE NAGUMO: Thai it would work f or Gibson ■■ ■ 

6 MR. BAKER; A good example thai would actually kind of 

7 demonstrate that's not effective was if you look at glucose oxidase sensors, 

8 which are electrochemical systems, where you put an enzyme on it, and it's 

9 meant to actually be noneondnctive. it's mean Co actually convert the 

10 presence of analyte to anion, so thai \i measures through the electrochemical 

1. i system, if you look that same maiesiai and you put it into a resistant metric 

12 s\mc*«* ^u> ddn'1 kuvuiU S*\ \ou e.n f asi -.,.\ lha' Kcanse iG a« 

1.3 electrochemical system., u would be expected to work in a resistant metric 

14 system. It's ~- 

15 JUDGE NAGUMO; But that isn't quite else rejection., as I understand 
1.6 h. 

1 7 M R . B AKER : Weil . there's one other - • 

1.8 JUDGE NAGUMO; Gibson leaches conductive poly mess, Ihese 

19 conductive polymers. There's a whole bunch of them. 

20 MR. BAKER; Yeah, he teaches - 

2 ! JUDGE NAGU MO; So, you'd sort of expect - 

22 MR. BAKER; He leaches conductive polymers - 

23 JUDGE NAGUMO; Would you not sort of expect any conductive 

24 polymer to be functional, maybe not very well but it would function as 

25 some sort: of a chemical sensor for vapors as mucin by Gibson"? 
26 
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1 MR. BAKER; And. and that is - that is a good point that you made. 

2 That it may not function that well. 

3 And, in (Ids particular ease, the system thai Dr. bevvis developed is 

4 very sensitive r.o volatile amines. -So mesh an: that would he uneKpected. 

5 JUDGE NAGUMO: Well with the particulars embodiment ■■■ 

6 MR. BAKER: I'm sorry? 

7 JUDGH NAGUMO: - Fd agree, live particular embodiment works 

8 very well, a polyaniline, you know, doped with — 

9 MR. BAKER; A polyaniHne. poly-pyrrole - they're sensitive so 

1 0 part s c u I ar types o f maters als. 

1 ! JUDGE NAGUMO; But that's not trie scope of Claim 98. There's 

12 only one claim that has polyaniline.. emeraldine, as the conductors, 
i. 3 MR . B A KER: Those pari ieuiar 

14 JUDGH NAGUMO; Polymers. 

15 MR. BAKER; And they're still - chose are still under rejection for the 

16 same purposes as the independent claim is. Whereas it would be an obvious 

17 variation, and the b. summer, you know, in doing his job, has •••• we've come 

18 U" the in<p,-w whoie ^e'\e hioirTJ h K >! "ok \<>u. and these's sealA. ^uls. , n 

19 ?me\p>.\ted rcMfh mvolu\l !ku\ 

A: JUGGI N'XGUNRA V- risiiit K t-e mn^pe>-ted icsuh 

21 {.onnncnsuratc in \e<»pe w:th Char 

22 MR LUkLR. h Chsim °S - so he ->o. Os, I ewsx h.»- Msovm) shas 
w3 these aie x>r\ "ie\-> m comAasu-tsons of mos^ansc uune iak and, in "act, 

,': I we've amos doe' :l e claun^ to ecmu a : e senisemuiaos.ve m stessnb h\ the 

^ Uucuuge '\u\ adsoG.jm 

26 
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1 \ad so su* re ~- su* w aetualK talkm^ about moraame conductive 

2 malenaK and eonduopxe pohmers, \a<J (hose materials, in addition, -moe 

3 the iihoe ol (he Applkation, he has develops! raom, and because it ha- been 

4 up <»n appeal for m- ion;,. ?o submit adda-sami -Mfid.o n Peeiarnnons. w hu ii 
^ is niappiopdnte, rwauv ttien v,ed have to tike n «>ut of appeal, 

t*> We ach-aih aaxo additional dam :Ka shows di.:t these a;o efn\pve. 

So we're trying to oet the scope that s reads deserved b> what the 

^ Applicant s ck>ae \nd. :n thi* ease, the ^summer bas taken the plain 

*) pels r.iei- and stems thai are net teuih mean; n< bind anahie- and 

10 eombioed them. 

1 1 !n fa^ i. esen m KSR, theA ^ vaci dua d sou auualh take tw<> 

12 dbV*vm dm {hat \ve«v prco\=\um; = u the an. and son pm them tt-'Xthei, 

15 and She> lunaion in a ddte-\rtf e,, ; \, {h.a aeinells Ka usmobvh'U 1 '- ImenUon 

14 it's something that aeiualls moves technoloizs totssatd and it should be 

15 rewarded b\ a patent 

l*> And ihai\ \%h:v Du Ltsvi** bas done, U bes taken tru>e materials, and 

1 / ha the purposes <.>'*' whea n°ev were on^mahs done, whete d^ov were rneara 

18 to be imisdde, and ek-osrons wese nu\an t<> Mow and not bmd anahtes. hes 

19 demons'ruted U-at rf \uu >lo sake these .ant \ 4 >u them m tins \\ bolls 

20 ditlereut system that timcdous in a dinl-reni way, >on uei ihese nnespeaed 
2! result-. Y<>u base a teehaoio,as that ean be used n>r teie-medieiae. *\ on. 

22 ha\e - i( can be used tni food pioet ssiup. It ean be used fus tbinos that 

23 otaei seusots ^euld not desert, tho-c ^ou-tdt teeauins, o~ o s ~er hspvducts of 

2 I en>lopkal ssstem-. 
25 
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Applk ition ! J9, ad^pi ; 

1 ilTKd: N \GUMO H-e ex idenee of avoid K bun-d on a couple of 

2 tonduame noK mers u ah eas hon ^ : aek and ihe tavspecuxl senMttx : i> 

3 iippe.us to be v\ a-" 1 i mean*- ard Uu>e s a MaiemeH, f ihhih ia the sve, thai 

4 MiH'des ,.nd dv hke, v.ouid ha or Ml um ia-nm; m,XMs,-h m-\{\M also he 
^ ^ \pt\k-d to ho o^wis'h ".onsutve tieu\ Bu? : U> icsp>niNO : <> ttunro Ide 

o wak't and othei > o^nva \apots appe,as to ho ahoni dv -;mv. So, hm*. is 
the ex idenee of unexpected results mat' 1 - or < coord, beeau-e that' 1 - al: we'x e 

8 got -~ 

0 MR. K\K1 R R : yaU, 

1 0 J riJOr N AOl i,\K). - commensurate in s^opo willi Claire *>S vr 

1 \ e\an pk\ ok let's see. w vh doe-, h sa> i lann \2 <, whkti ju^t k\aine\ a 
1? dnVvnt xondn< Poo season. d 

H MR. BAkkR h's HhiVk v.hon >o-Hook ai 

14 il OOb \AOUMO: I met a thes're hu v - rbeve minims, most ot 

15 thorn are extreme!) on>,id a* u> all tho materials inxohed, 
i*> MR. KXivi R, Vndthc- 

1/ Jl IXn: \AGU\IO: <Wi hox> k 0*=at i^lhe art so pseduaahV 

18 thai 

19 MR B \K1 k. i h.u u>a oase 

' \) JUXU N 'XGUMO - ba^od on the dU lesure ui the Npeciikut-on - 

2! MR BAKl l<: - ii «»« Ihe materia: - 

22 il 1XT NaOuMO. - that v,e can os.tupoi.rte to dv ^eope of *H 

w3 daioa-. ha^od on the : ex\ example^ oi the -pec "* 

2 I MR. B \kU\' So. \( look <rt the speedicaH<>n. there js jmo i 
\^ hi. iovohn * i T an ant! 1 r's m l I \ demo* O'- vhojefhuo dn<- 

26 
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1 increased response to a means, where he has tested additional — a means 

2 against certain sensors, and then there's and I apologize — there's another 

3 particular anaiyte that's — couldn't he detected quite as well in previous 

4 systems that lias a just maim hade better response m this system. 

5 As i mentioned, Dr. Lewis has actually developed additional 

6 combinations of polymers, us inc. inorganics, where he has demonstrated that 

7 they have the same properties. Those were not of record at the time,, but 

8 they can be made of record by declaration - 

9 JUDGE NAGUMO; Well, they - I mean I'm perfectly willing to 
10 grant that this is a fabulous, raseixiating. area. But I've got a set of claims. 

1 i and I've got. a disclosure, all of which seem to be very limited, compared to 

12 the scope of s he claims. And I'm not sure that we have conceded prima facie 

1.3 obviousness, hot since weVe talking about unexpected results here, they've 

14 got to be at least commensurate — reasonably commensurate in scope with 

15 the claims, 

16 So you'd expect that they're reasonably - for all possible — well large 

17 regions of the claim would reasonably be expected to have these results. 
1.8 And it seems like you at least need chemical reactions between your 

19 ^omiu'ie,* 1 po!\me",md the ,aul\n\ <n ^on're p^>* g u> be espcu* -\ 

20 sensitive to it, otherwise, your results seem to be pretty much like what they 

21 had before with non-conductive polymers and the, say the carbon black 

22 dispersions. Really not very different for a detection of water vapor, carbon 

23 tetrachloride, whatever. 

.24 MR, BAKER: Right. And, I think ■ • 

25 

26 
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i ill ?GE N \GUMO. So again, v,e re uos eouinnawurate in se<>pe are 

> KIR BAKER: For -~ a couple of things, if we're talking about -the 

4 enaMe^ent with regard to the scope or ihe claims -■ 

5 JUDGE NAGUMO: No. We're udkmg about -■■ I'm not iaik.ing about 
6: enablement. 

7 MR, BAKER: Okay. 

8 JUDGE NAGUMO: I do want to make that clear, It's jus? are we 

9 commensurate in scope"; If we're talking about unexpected results 
10 MR. BAKER; Righi. 

1 1 JUDGE NAGUMO; -■■ are we reasonably commensurate in scope a ad 

1 2 what's the evidence of thaf? 

1.3 MR. BAKER: Rased upon rhe evidence in the publications dun. 

14 Dr. Lewis lias now - the record — 

1 5 J UDGE NAGUMO: Or record, of record. 

1 6 M R. B A KER: R ighc and so - 

17 JUDGE NAGUMO: Right. We can't look at those. 

18 MR. BAKER; As, as you'll recognize, as technology has developed. 

19 and particularly in this particular case, you file based upon what r.he Inventor 

20 has developed and what would be reasonable under the circa instances based 

21 upon what the inventor considers would be useful 

22 And, at the time, in order to avoid people preempting your filings with 

23 publications, or coming in and tiling before you. yon file with what you have 

24 at the time, even though continued experiments are developing to 

25 
26 
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1 demonstrate Chat there'* additional polymer* and additional combinations 

2 thai have that sensitivity. 

3 And here, what ! believe is happening is we're toe using on (he specific 

4 examples, even in view of a broader discloser, where we've demonstrated 

5 thai so., tries e's additional noix met-. theteV she t,omhmal!uus u; mos lvuk v 

6 <nvHhviCN i .5 'tMiun K ><i |ii\!f\ >><<* <.!ea\<i<^v \rJvo\v 

7 provided a description of a lot of those polymers in the specification. 

8 And, as you're going through., as research develops, you go through 

9 and yon test iho.se, and yon can actually demonstrate that a large number of 
10 them have those properties. But, at the time of filing, yon file with what yon 
1 i have at the moment And me scope of what we're talking about is still ■■■■ and 

12 shtVxc Mill de-^HKe m<l U m Uh v s those \ ipovw V-,d it llu^e tru 

13 opportunity, back when this was actually being brought up on appeal, after 

14 numerous discussions with the Examiner, if that was the Examiners 

15 concern, we could have done additional experiments at that time and 

1 6 provided a declaration. 

17 And we actually did talk to ;he Examiner, three separate times by 

18 teleconference, and the Examiner withdrew the finality. And we went 

19 through prosecution again and withdrew the finality, and prosecution again. 

20 and we thought we were moving things forward and explaining the 

21 technology, 

22 And it's before you. it's because we came to this impasse, where the 

23 Examiner has, yon know, in doing his job, basically rejected the claims upon 

24 his beliefs, and there's data in there that shows these unexpected results that 

25 
26 
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1 leads to certain polymers, and we could provide thai: with additional 

2 pels mors. 

3 But that point came as — our concern was, the prosecution was being 

4 drawn out, die sasne references were being applied, and even in an: aim; Shas 

5 ( uhsuu doesn S teadnlu ^ombm ttton ot die ^ompONj-c-*. a? d ha sweuxms 

6 actually do look at combinations of composites, they're in a system dial's not 

7 meant to function that way; it's not meant to. Somebody of skid in the art 

8 went and looked to materials that are meant to be invisible to analytes.. to be 

9 diem in something dial's not means to be Invisible So analyses, 

10 And that's really die crux of what's happened in the prosecution, is 

1. i (here's a combination of the Gibson with nonanalogous an:, art thai: die 

12 Examiner went to mat somebody of skid in the an won kin's look to because 

1.3 of die invisibility of diose materials to analyses, and combining those two 

14 doesn't work, 

15 la fact Ca^e'ei dsVeuvse^ she fact that it son actually take and sou a^e 

16 these composite materials en electrochemical sensors, they're actually very 

17 stable and inert to the analyses, which is what they're means so he. 

1.8 And, in Dr. Lewis' invention, s hey 're not meant lobe inert to She 

19 analytes. They're actually meant to bind. As id it's sisal ehanye, sisal swelling, 

20 that change in the composition, w here the composition of the material 

21 changes to the analyte that makes it so that you can sense the presessee of the 

22 analyte. 

23 And that's the crux. That's what's advanced In the technology. And if 

.24 yon take, and you take these sensors, these particular sensors shat are 

25 sensitive to volatile means and other biological volatile analytes, and you put 

26 
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1 them i i i a system where you're combining it with, inorganic materials and 

2 nonconductive materials, nonconductive polymers, you get an electronic 

3 nose that's able to sense a plurality of* different analyses, provide a 

4 fingerprint that von cars then use to say this is what's in the system; (Iris is 

5 what's present, in fact, the technology i*. licensed lo a .startup. Some of* it's 

6 licensed to large companies that use it in airports. Arid this is important 

7 technology to protect. And (hat's why we're here, is because it is the 

8 combination of Gibson with these other secondary references that don't 

9 really til together. They weren't meant to fit together. 

10 And, yon know, there's, there's --• KSR points to it, where you can take 

1 I materials that are present, hut. if you put thern together in a way that they 

12 weieni menu n> tuncOon, or shev mmtion tocnU JsHWentlx , ex en under 

1.3 KSR that's not obvious. 

14 If you look at Wang, for example,, winch is a Federal Circuit case that 

15 dates way back that was in the MPEP.. they took different materials, where 

16 one was a memory chip thai was small and the other one was a memory 

17 chip that was large. They were semi-chips. And trie Federal Circuit found 
1.8 that they were nonanalogous. ever? though they were memory chips, because 

19 they were meant for different purposes, one for 1arg ; e machines and one for 

20 small personal computers. And even under those very, very, I would 

21 consider, similar technologies, memory chips, their purpose, their function, 

22 was totally different, and the court found that was not obvious, 

23 So, even under the related end of KSR, even in the previous standards 
.24 of the teaching suggestion motivation, this art is being combined so that its 
25 being changed in a way (hat it was not meant to function. And Dr. Lewis 
26 
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1 actual !> ciiseos erect that \ i sou actual 1> take then- materials, the) do hind 

2 anaktes, The> U*wa^e tlnmis. I hos have these unexpected results. 

3 Uses 'to able to sense \ olau le amino acid* , at \ ohnic mean- 

4 And He's tested other puis mcis jnd w e just have ?=o? had trie 

5 oppomunts to pso\Kle the ujlduiuu,;! declarations, the abufcous, the 

6 o\ick'iKe. because die eav has N>eu up on appeal \<n so u<ae. Aael vu 1 tch a 

7 was impouam to attempt to resolve (he combination ><j these ret ere noes that 

8 was heinc pulled t^cether, to resoKe this and ^et si back w here we can 

9 aetuaih do mort pioscention, and aauaih, amend the akm-ns it we need to, 

10 \nd wt'xe been \ei> b\xiblo and ^e\c tiled to mo\e die ea-e 

11 forward with the bA, names. \ on know, this is ,= ease that's unp"t;um i>Mhe 

12 parties of nu crest. It's -nipuiSaui t<> the mvemor, k's important to the 

1.3 startups, ii's important 10 the licensees. Because it's technology that's bua t e 

!4 used. It s teehnolocA that s important and it'- made advances ;n the -vnsot 

15 s) stems, it's made advances in tele-medieiue. It's somethinc that wasn't 

lo. these hetOR. And that's realh what she patent sxstem is the"e to ptoiea -s 
1 th< se athaiiees that: are Important ttot are unexpected, and dial's wh> it s 

18 ihcie 

19 KSR piubabb states m uas e-beetkeh, whenOvN sax that it sou 
A: move thiols torw.rd. the) tanaiou ciificeuth and It pro\ki> a use, that 

2 1 shat - v> txu the p.ttcm -> stem is these to protect 

22 * lib-son a- a pi. "tat \ t dt. enee, do;, sn! ha\e thi composites. It >t« 

23 pol\"iei-. Baheret and Mc> teach aw u\ Aom usim; puhmei matenaA 
21 Iw.aisethes sa\ duwA not ^iwliu" enough. 
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1 The eleeu'oehetnuul arts, they're .ill she secondary reference*, talked 

2 alvtu ihoH- particular composites being inen and ivareauhe faex 

3 d^n't - Uu> ate nusu-t u» hin*l anuhtev and ~-uddeni> . ><<n ie talh]g 

4 tho*.e under the ub\ idiisiKNs teKOh^u ;ku ;uv uui meant io Hint an,<hk-s. 
^ ,;tidsou\ pi=innp e into a sy4 sn dra* ;s nksuK to bind >mah k s„ and that's 

supposed to ho an obvious tiling that si>mehod> would do. 

But in the tield that Dr. I e\us i- m. electrochemical sensors arc iu<t 

8 sonjellnnc thai lie looks at. He'* a resisthe chemistry kind ot person. He 

d ji-oKs ai the resistance. He\ got - he s h,td - he ha^ a minihet <.»f paienis that 

10 haxe issued that telaie (o \anous composites, and theu. a*"e sen-Jtb ine^ i>- 

1 1 akoUMs and difierent aiiaha^. And hut's icivh w\i\ Hi!" >.use is nnporl;=til. 

Id it's a ddL.aeu{ senses dial <•> able U> detect things ivttci than what was dierc 

15 be^ote and its itnp<>uan; to prou\i thf>v thin;;-, 

14 il DCd< \ v And ti e. c look at. sas . pages ?-i and "5 of the 

15 Brie! — 1 think irV liuisc pages — pace ?r salks about rector ;.osnposites ot 
l*> pluiala> of alternating regions ot diifeiesst compositions and theiefoie 

1 / different ^omiuah uv tianslcis to the eleaocul path between du leads, ^nu 

18 a talks ,:bout ><«u <.,:ti have this (.olot. oi tru* suspension ot (he odvr 

19 vOudaJi\t i nK uan I a>\1 H s; s v% the ^ap<- <h"ieterJ < e> ds etuis < H-arg 1 on> 
?0 the organic conducive mates id ranged at iengih trvm about Id to 1 .000 

21 angstroms a-ua lb or; the oider ot It^UaigstoMH- 

22 I'nj trying to gt s .a the scope uf ajteuiatmg Sep ions of conduahe and 

23 MOneundueii\e materials again. And then ;netc s othe" d^sciusme that talk 1 - 

2 I about let's sec 1 think that s 28 to 29. Il vhs 1 he eoadueting icgtoii 
k** ean be amibing that can ea^rs eieeirons h\>5< : atom to atom, uixiudoig. bni 

26 
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1 not limited to. a material, a particle, a metal a polymer, and a substrate and 

2 ion, an alloy and organic material." and it says et cetera. 

3 MR. BAKER; Right. 

4 JUDGE NAGUMO; Wills those detmihons. that's tells why the 

5 Naarmann and Safcaguchi references seem to have, you know, much gKVler 

6 resonance for me, and in light of that disclosure, might not ordmarih hnnl^ 

7 of an anion being a different conductive region., but that's how the 

8 specification defines it. So that informs how broad the claim is, h; seems to 

9 be on. say : poiyaniline, doped with some, though modest amounts of a 
10 doping agent, a doping anion that is conducted •■■ or whatever. 

1. 1 With ma!: kind of scope, wiry does not the combination of something 

12 like Naarmann or Sakagachi. those conductive polymer materials, used as 

1.3 polymer material in a sensor taaghi by Gibson, it seems to meet ail of the 

14 limitations, and it seems like you'd expect it to be a sensor. So it seems like 

15 it would be prima facie obvious, 

16 MR. BAKER; So •••• 

17 JUDGE NAGUMO: That's really the problem thai I'm rrymg to 

1.8 wrestle wn.h on the record that I've got in from of me on how I deckle this 

19 case. 

20 MR. BAKER: Right. So let's back up to the alternating regions. 

21 Now., we use thai language in there because as you generate these, you can — 

22 the idea is that you have — and I'm going to use .language that's kind of 

23 relaxed to try and explain It ~~ but spots of the organic conductive polymer, 
.24 spots of the inorganic, and then spots of the other one. So that they're 

25 alternating, nor necessarily whore they're purely alternating, like, for 
26 
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1 example in bignre ; that 1 presided in the original Bsief which was realh 

2 not meant u> be limiting in that \sa> k ssas jest kind of a dfugrarn >*i how 

o the ^> stern wo-"k- Rut it ean he alternating meanmp th;n thes jump i guess 

4 cunld be another was to d vashe u. So that as ek\ttons d^w tho>ugh this 

^ sxsteiu, -nan one conUuohxe kad So the other comhiahe k\Kh me^. mock 

t*> \nd if;in anah te hinds if an anabie h>=oS. and erases tms raises areas 
to sw e; k regions P -wvlk w hieh eiung.es the conducts its across the ss stern 

g and it's those segions, rhose alternating regions, and how mneh ,dternatir=g 

*) these U ihiit ehuoee- the ie* Nance how the\ swell. 
Id If dies wese jest, ten example, a polymeria niaten'aL jns? one, solid 

1 1 polymesk mateuul and oi=e sohd uiofyanit. >,ono:neu>s, sou wouldn't pet the 

1? same amount of elcaipt 1 sn the s\stou> us u>u vsouKI of \%>u hasc smalka 

I 5 legioas tu me pauseular asigsnom si v thai s discussed in six- upplu alien. 

14 where sou ean get that <dsasege in resistance that s mote ettective. 

15 oo when we re talking about alternating regions, thes ean he stacked, 
!»> thes comd he so long as thes aitenctte ^stTiosentls enough and that pap is 

1 / sufficient enough so ><>n ean ehan:.\ the resistance. Of mev ean he spoHed. 

18 Spot is ptohahh not quae ;?v ughi wood and it I >„ouid dsagmm st, it nnght 

19 he better. Bat u ^ause^ the elections u» jump, \ml it aa nnahte hmds and 
?0 sweiis, it causes it to jump tuilher which changes the reslstauee ss nuohe a 

21 good was to describe a 

22 When we'a looking a; SakagnehL and when s\eie looking at ^omc ot 

23 the othes refeieiKcs, ;;xw discuss eonipo^ise^ htu thes dont use them in 

2 I sens* m ss steins One of shem umn u, 1 >vkeu\ m att energs soauo 

25 
26 
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1 JUDGE NaGUMO; if they did. we would have an anticipation, oh 

2 there's something very, very close to it. But we've got rejections that seem 

3 to say, look, lake these conductive polymers, put then:) into the sensor taught 

4 by Gibson., use these other conductive polymers, blended with whatever, and 

5 I can keep gelling a sense of ■■■■ 

6 JUDGE KIM! IN: Maybe we could wrap this up. We're considerably 

7 over the time frame. 

8 JUDGE NAGUMO; We seem to be. if you - I can quit. 

9 MR. BAKER: And I guess, in wrapping it up, it is to the inventor, it's 

10 to Dr. Lewis, and to the Appellants that - it's the combination, Gibson 

1 1 leaches a polymeric; material. 'Use other references that have been cited by 

12 the Examiner, even though they were cited in dependent claims, if you look 
1.3 at me references and she teachings as a whole that are being applied to {he 

14 ease, those are the references that actually teach away from using polymeric 

15 materials. So they would teach away from using Gibson as a primary 
1.6 reference. 

17 The electrochemical systems function for a. totally different purpose. 

18 They're meant to be invisible and they're not meant to bind aaaiyies. And 

19 so, somebody of ski!! in the art that wants to develop a sense of {hat binds 

20 and alloys and changes resistance, wouldn't look to an electrochemical 

21 system thai is not meant to hind. 

22 And that is the fundamental difference, is we're taking materials and 

23 putting them in the system so that they function different, provide 

.24 unexpected results and benefits. And KSR recognizes that, the previous 

25 standard dsns was applied by the USP'FO and by {he Federal Circuit would 

26 
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1 toko that mb> account as heinc these inaction di Mere nth Ihey junction — 

2 thex wouidn t he combined Vmehxh of -kill in ihe art x\ou;dn t p^K 

3 '-omeihiiii! (hat s mount to be inert end put u into s^mcthine that s not meant 

4 to be inert. 

^ And that ex en si exei- ii th;a happenoil still have the unexpected 

o H'^iiiis. xxhethes \0n haxe d>e -aaea-ed seiJMoutx \%* Uie^e x<>hade seeans. 

'1 hat xvava't sh<*w n hs ,.mx other retetxukes. 'that wasn't known in the art at 

^ the time \ud those unexpected properties actual!} eU' prox ide a benefit to 

0 s{;ciU_> uid saonkl K pioteckok Aixi that s -ealK the Aopelknx s ate, 

10 \nd you had tncalioned about the scope of the dabire. the seopt o! 

1! she poh meis. Pi Lewis has ck^e nalher ^ xpenmenls. He'* tested 

12 . old'H^n \\ p<>h ")ei^ \v,<] 'v's show i ihaJ Ibex u o h v,< Ihose s v !<-. . xnus 

i 5 \nd She opp^uanhx to pievns those thines bad passed h> the ume n xunt 

14 up on appeal and we couldn't prox ide the declaration the aifidax us, the 

15 additional evidence, hut we'd he happy to ck> that It s just we needed to 
lo moxe die cave forward. Tht Fxatru'nci and ) we;v at an impasse, and v,e 

I / were coofvsating. and hvs beets \e*>. sus helpful n- moving the <.a\e up to 

1 8 the Boaod and \x ah some of the foim.dmes. that haxe happened 

19 In the c*\i sou know, wo appreciate \ **ui tune SW snov, n <- a dn'ek 

20 case V>e ku^w it xxas a lot of teadia^. There s a los tmoUed in it, a loi of 
2! reierenees and sou know, we hope that we'd luxe the oppostuuit} to elarifx 

22 anxdune else %vith the lAammei that m^ht iked to K ^Jaiihed and we hope 

23 that. >ou know , die Appeal vx dl he of bene* it to slit Appellants t aid tint we 

21 can aetu.uK m^xe ihtMediuoloyex fotxxard, 
25 
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1 JLTXU! K1M1 IN. We )i consider it. -study and review it, and we 

2 shank \ou for ^ominy 

3 KIR lUKKK- Thank >ou. 

4 Wiioi^upoj', Use ni<>avdinps, :v ?. \ I pjn . wore oo$h s huk\t 
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